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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


ESSO RESEARCH AND ENGINEERING COMPANY, 
Plaintiff, 


Civil Action No. 2606-68 


EDWARD BRENNER 
Commissioner of Patents, 


Defendant 


DOCKET ENTRIES 


1968 

Oct. 17 - Complaint, appearance 

Oct. 17 - Summons, copies (3) and copies (3) of Compaint issued deft. 
ser. 10/21/68, DA ser. 10/18/68 : 

Dec. 16 - Answer of deft. to complaint; c/m 12/16/68. Appearance of 
Joseph Schimmell. 

Dec. 16 - Calendared. (AC/N) (N) | 
1969 | 

Feb. 4 - Motion of pltff. for summary judgment; Statement; bret Ex- 
hibits (4). p/s 2/4/69 M.C. filed 

Feb 14 - Motion of deft. for summary judgment; P&A; Exhibits (4); 
Statement; Exhibits (6) M.C. filed : 

Feb 14 - Opposition of deft. to pltff’s motion for summary — 
P&A; c/m 2/14/69. filed | 

Apr 24 - Points and Authorities of pltff. in opposition to deft’s motion 
for summary judgment; c/s 4/24/69. Exhibit A. filed 
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Apr 29 - Motion of pltff. for summary judgment and motion of deft. 
for summary judgment argued and taken under advisement. (Rep. Doyne 
Spencer and Gerald Nevitt) Robinson, J. 

Apr 30 - Order denying motion of plaintiff for summary judgment. (N) 
Robinson, J. 

May 15 - Order denying motion of pltff. for summary judgment and 
granting motion of deft. for summary judgment; complaint dismissed. (N) 
(signed May 14, 1969). Robinson, J. 


July 14 - Notice of appeal by plaintiff per order of May 15, 1969. Copy 


mailed to Joseph Schimmel. Deposit $5.00 by Finnegan. filed 
July 24 - Designation of record on appeal of pltff.; c/m 7/24/69. filed 
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{ Caption Omitted in Printing] 


COMPLAINT SEEKING REVIEW AND RELIEF 
IN THE NATURE OF MANDAMUS 


The plaintiff states as follows: 


I 


The plaintiff, Esso Research and Engineering Company, is a corpora- 
tion of the State of Delaware, having its principal place of business at 


Linden, New Jersey. 


II 


| 
The defendant, Edward J. Brenner, is the Commissioner of Patents of 


the United States, an official resident of the District of Columbia, and 


is sued as Commissioner of Patents of the United States. 


Il 


This action arises under an Act of Congress relating to patents, as here- 
inafter more fully appears, and hence, this Court has jurisdiction in accord- 


ance with the provisions of 28 U.S.C. 1338. 


IV | 


This action is to compel an officer of the United States to perform a 


duty as required by law, and hence, this Court has jurisdiction under the 


provisions of 28 U.S.C. 1361. 


Vv 


The plaintiff brings this suit in its own right as assignee of the entire 
right, title and interest in and to U.S. Patent 3,160,581, which issued on 


December 8, 1964, and was later reissued as U.S. Reissue Patent No. RE 
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25,980, on March 8, 1966, said assignment having been duly recorded in 
the U.S. Patent Office on March 7, 1956 (Reel 157, Frames 427-428). 


VI 


Said U.S. Patent 3,160,581 issued from U.S. Application Serial No. 
565,059, which application was filed on February 13, 1956. 


VII 


Said U.S. Application Serial No. 565,059 was involved in an interfer- 


ence with U.S. Patent No. 2,935,467, which interference was identified as 
No. 91,866. 


Vul 


Said Interference 91,866 was instituted on or about April 19, 1961. 


IX 
On or about October 15, 1962, Public Law No. 87-831 [35 U.S.C. 153 
(c}] was enacted into law. 
Xx 


On or about October 19, 1962, a notice purporting to comply with the 
requirements of Public Law No. 87-831 was mailed to the parties involved 


in Interference No. 91,866. 


XI. 


On or about August 27, 1963, the parties to Interference No. 91,866 
entered into an agreement “made in connection with or in contemplation 


of the termination of said Interference No. 91,866.” 


s , 
XII 


Interference No. 91,866 was terminated by a decision favorable to 
plaintiff herein on March 3, 1964. 


XIII 


On August 30, 1968, plaintiff herein mailed a copy of said agreement 


: : é . : . | 
made in connection with or in contemplation of said Interference No. 


91,866 to the defendant herein for purposes of complying with the re- 
quirements of Public Law No. 87-831. | 


XIV 


In a decision dated September 17, 1968, and signed by the First Assist- 
ant Commissioner of Patents, the defendant herein refused to accept the 
tendered copy on the basis that it did not comply with the provisions of 
Public Law No. 87-831. | 


XV 


The defendant’s refusal to accept said tendered copy of said agreement 
constitutes a breach of the duty imposed by Public Law No. 87-831 and 
35 U.S.C. 6. , 

XVI | 

The defendant’s refusal to accept said tendered copy of said agreement 
is based on a misconstruction of the controlling statutory spostitens viz., 
Public Law No. 87-831 [35 U.S.C. 135(c)], and hence, is not in accordance 
with law since: | 

1. The notice mailed on or about October 19, 1962, did 


not apprise plaintiff herein of the filing requirement of Pub- 
lic Law 87-831; 
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2. The notice mailed on or about October 19, 1962, 
having been mailed some 18-% months prior to termination 
of said Interference No. 91,866, was not received a reason- 
able time prior to said termination; 


3. The apparent six-months limitation imposed on de- 
fendant’s discretionary action precludes an effective com- 
pliance with the express purpose for Public Law 87-831, as 
set forth in the Congressional Record. 


XVII 


The defendant’s refusal to accept said copy of said agreement is con- 
trary to both plaintiff's, as assignee, and the inventor’s Constitutional 


right, since: 


1. The construction placed on the statute by defendant 
deprives plaintiff of a valuable property right without due 
process of law; 


2. It imposes a severe sanction on an otherwise innocent 
act without the conventional safeguards associated with 
such sanctions; 


3. The application of Public Law No. 87-831 to an agree- 
ment entered into in an interference which was instituted 
prior to the enactment of said public law is in effect con- 
struing Public Law No. 87-831 as an ex post facto provision 
and is therefore contrary to the Constitution. 


XVIII 


Public Law No. 87-831 provides that the defendant’s actions thereunder 


are subject to review under Section 10 of the Administrative Procedure 


Act [5 U.S.C. 701-706], which in turn provides that the reviewing court 


may compel agency action unlawfully withheld, set aside agency action 
“not in accordance with law” and set aside agency action contrary to 


Constitutional right. 
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XIX | 


Plaintiff proffers all papers filed in connection with the sacceian of 
U.S. Patent No. 3,160,581; U.S. Reissue Patent RE 25,980; Interference 
No. 91,866 and plaintiff's petition to the defendant requesting acceptance 
of a true copy of the agreement entered into between the parties to Inter- 
ference No. 91,866 and the defendant’s decision on said petition and on 
information and belief further state that the defendant’s refusal to accept 
said copy of said agreement as fully complying with the requirements of 
Public Law No. 87-831 was an agency action unlawfully withheld, and 
that such action should be set aside as contrary to law and contrary to 


the Constitutional rights of plaintiff. 


WHEREFORE, plaintiff prays that the Honorable Court compel the 


defendant to perform his duties as required by Public Law No. 87-831 and 
35 U.S.C. 6, and accept said copy of said agreement as required by a prop- 
er construction of the statute. Alternatively, plaintiff prays that this 

Honorable Court adjudge that each and every provision of Public Law No. 

87-831 is contrary to the Constitution of the United States. | 


ESSO RESEARCH AND ENGI- 
NEERING COMPANY 


Plaintiff | 


/s/ Arthur S. Garrett 
Attorney for Plaintiff 


Of Counsel: 


Wayne Hoover 
Marcus B. Finnegan 


- Finnegan, Henderson & Farabow 
I hereby certify that a cony of this Complaint was filed on 


October ‘7 » 1968, and that three carbon copies thercof have been presented 


to the Marshal for service on the Commissioner of Patents. 


Lf Lo 
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DEC i? 1088 : 
' 


; ; itt 
ANSWER TO COMPLAINT Uuisiiseg yo LOL 


To the Honorable the Judges of the United States District 
Court for the District of Columbia 


I - Defendant admits the allegation of this paragraph 


of the complaint upon information and belief. 


II-XII:- Defendant admits the allegations of these 


paragraphs of the complaint. 


XIII - Defendant is without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
of this paragraph of the complaint, and therefore, defendant 


denies said allegations. 


XIV - Defendant admits the allegation of this paragraph 


of the complaint. 
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XV-XVII = Defendant denies the allegations of these 


paragraphs of the complaint for reasons hereinafter given. 
XVIII - Defendant admits the allegation of this 


paragraph of the complaint. 


XIX - Defendant admits that plaintiff should make 


profert of the papers and documents referred to in this 
paragraph of the complaint, but defendant denies for reasons 


hereinafter given, all other allegations of this paragraph. 


FURTHER ANSWERING, defendant denies that plaintifé 
is entitled to an order holding (1) that the defendant's 
refusal to accept the copy of the agreement tendered to him 
constituted a breach of any duty imposed upon him by Public 
Law No. 87-831 (Title 35, U.S. Code, Section 135 (c) ), and 
that the defendant should accordingly accept said copy of said 
agreement, or (2) that Public Law 87-831 is contrary to the 
Constitution of the United States, pursuant to the prayers of 
the complaint, because the defendant is without authority 
under Public Law 87-831, 35 U.S.C.,or any other statute, to 
accept said copy for the reasons set forth in the| decision of 
the First Assistant Commissioner, and because said public law 


is not unconstitutional. Profert of said decision is hereby made. 


Respectfully submitted, 


icitor, United States Patent Office 
Attorney for Defendant 


December 16, 1968 


I hereby certify that two copies of the foregoing 
ANSWER TO COMPLAINT were mailed today to Mr. Arthur 5S. 
Garrett, 815 Connecticut Avenue, N.W., Washington, D.C., 


attorney for Plaintiff. 


Sess 


licitor 


[Caption Omitted in Printing] 
PLAINTIFF’S MOTION FOR SUMMARY JUDGMENT 


Plaintirf hereby moves this Honorable Court for a 
summary judzeent, in plaintifi's favor, on all issues presented 
by this case. In so moving, piaintii? verily believes 
there are not, anc cannot be, any zenuine issues as to 
eteeay fact in the present case. A statement of all material 
facts ts attached hereto. 

ESSO RESEARCH AND ENGINEERING COMPANY 
. Plaintire 


aa 


By. hind, oe, 
Arthur S. ett 
Attorney oe *Plaiatlt 
815 Connecticut Ave., YN. W. 
Weshinston, D. C. 


Of Counsel: 


Wayne Hoover 
Marcus B. Finnegan 
Finnezan, Henderson & Faratox 


Filed Februar €/96F 
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NOTICE OF MOTION 


To: Joseph Schimmel, Solicitor 
United States Patent Office 
Attorney for Defendant 


| 

Please take notice that the undersigned will bring the above motion 
on for hearing before this Court on the day of February, 1969, at 
10 o’clock in the forenoon of that day or as soon thereafter as counsel 


can be heard. 


/s/ Arthur S. Garrett 
Attorney for Plaintiff 
[Filed Feb. 4, 1969] 


[Caption Omitted in Printing] 
| 


STATEMENT OF MATERIAL FACTS IN SUPPORT OF 
MOTION FOR SUMMARY JUDGMENT 


Plaintiff, Esso Research and Engineering Company, verily believes the 
following to be a true and complete statement of all facts material to 


the present case: 
| 

(1) U.S. patent application, Serial No. 565,059 was filed in the U.S. 
Patent Office on February 13, 1956, in the names of William Judson Mattox, 
Charles Newton Kimberlain, Jr., and Zigmond Walter Wilchinski as joint 


inventors. 


(2) Both William Judson Mattox and Charles Newton Kimberlain, Jr., 
duly assigned their interest in and to said U.S. patent application Serial 
No. 565,059 to plaintiff, Esso Research and Engineering Company, on Jan- 
uary 31, 1956. | 


(3) Zigmond Walter Wilchinski assigned his interest in and to said USS. 


patent application, Serial No. 565,059 on February 7, 1956. 
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(4) The assignment, executed by the joint inventors, was duly filed in 
the U.S. Patent Office on March 7, 1956, and recorded on Frames 427-428 
of Reel 157. 


(5) On April 19, 1961, an interference was declared between said U.S. 
application Serial No. 565,059 and U.S. Patent 2,935,467, which issued 
May 3, 1960, to Raymond N. Fleck and Carlyle G. Wight. 


(6) The interference between U.S. application 565,059 and U.S. Pat- 
ent 2,935,467 was identified as No. 91,866. 

(7) On or about April 10, 1962, the party Flect et al (patentees) filed 
in the U.S. Patent Office a motion to dissolve said Interference No. 91,866 
on the ground that the party Mattox et al (applicants) had no right to 
make the counts of said interference. 

(8) On May 29, 1962, a communication (a copy of which is attached 
hereto) was mailed from the Patent Office advising the parties to said in- 
terference that: 

(a) the motion by the party Fleck et al had been set for hearing on 
August 9, 1962, and 
(b) proceedings in said interference were otherwise suspended. 
(9) On October 15, 1962, Public Law 87-831 was enacted into law. 


(10) On Ostober 19, 1962, a communication (a copy of which is at- 
tached hereto) was mailed from the Patent Office to the parties involved 


in Interference No. 91,866. 


(11) This communication, typed on POL-78 read as follows: 


As required by Public Law 87-831, approved October 15, 
1962, notice is hereby given the parties of the requirement 
of that law for filing in the Patent Office a copy of any 
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agreement “in connection with or in contemplation of the 
termination of the interference.” 


(12) On December 3, 1962, the motion to dissolve was denied by the 
Primary Examiner. | 

(13) On January 16, 1963, a communication (a copy of which is at- 
tached hereto) was mailed from the Patent Office which, in part! advised 
the parties involved in Interference No. 91,866 that proceedings before 


the Interference Examiner was resumed. 


(14) On or about March 15, 1963, a stipulation between the parties 
involved in Interference No. 91,866 wherein said parties agreed to an ex- 
tension of time for the filing of records and briefs was filed in the Patent 
Office. | 

(15) An express purpose for the stipulated extension of time was to 


allow the parties time to negotiate a “suitable settlement agreement.” 
| 


(16) On or about June 6, 1963, a second stipulation for an extension 


of time was filed in the Patent Office. 


(17) This second stipulation was, expressly, for the purpose of allowing 
the parties to continue negotiations relative to suitable settlement agree- 
ment, which negotiations had been delayed due to certain enumerated 

| 


events. 


(18) On or about August 14, 1963, a third stipulation for an extension 


of time was filed in the Patent Office. 


(19) This third stipulation expressly pointed out that the parties had 
agreed upon a basis for settling the interference and that a settlement 


agreement was being prepared. 
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(20) On August 15, 1963, an agreement between the assignees of the 
patent and the application involved in Interference No. 91,866 was execu- 
ted by a duly authorized representative of plaintiff, Esso Research and 
Engineering Company. 


(21) On August 27, 1963, the agreement described in (20) was executed 


by a duly authorized representative of Union Oil Company of California. 


(22) On or,about October 15, 1963, a Stipulation to Postpone Testi- 


mony was filed in the Patent Office. 


(23) This fourth stipulation expressly pointed out that a settlement 
agreement had been entered into. 

(24) On or about January 15, 1964, the party Mattox et al (assignors 
to plaintiff) moved for judgment on the record. 

(25) On March 3, 1964, priority of invention was awarded to the party 
Mattox et al. 

(26) On December 8, 1964, U.S. Application 565,059 was issued on 
U.S. Patent 3,160,581, which patent reflects, on the face thereof, the 
assignment to plaintiff, Esso Research and Engineering Company. 

(27) On June 25, 1965, U.S. Application 469,967 was filed for the 
purpose of reissuing U.S. Patent 3,160,581. 


(28) On March 8, 1966, U.S. Patent 3,160,581 was reissued as RE 
25,980. 


(29) On or about September 6, 1968, a true copy of the agreement 
described in (20) and (21) above, was filed in the U.S. Patent Office 
as fully complying with the filing requirements of Public Law 87-831. 
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(30) On September 17, 1968, the defendant, Commissioner of Patents, 
refused to accept the true copy of the agreement which was filed on Sep- 
tember 6, 1968. 


| 
(31) The defendant’s reasons for refusing to accept said copy of the 
| 


agreement are set forth in a paper dated September 17, 1968 (a copy of 


which is attached hereto). 
| 
ESSO RESEARCH AND ENGI- 
NEERING COMPANY 
Plaintiff 
/s/ Arthur S. Garrett 
Attorney for Plaintiff 


[Certificate of Mailing] 


Peare mS Parer No. 10 
ADORESS ONLY U.S. DEPARTMENT OF COMMERCE iiloommunlooieisireeperting 
<<—semener mors age eee Sa eee 


em * WASHINGTON 
Afr 


& Small, Dunham and Thomas 7] Interference No. 91,865 
P.O. Box 243 
Elizabeth B, N. J. Fleck and Wight 
ve 


= | ua Mattox, Kimberlin and 
Wilchinsky 


Please find below a communication from the 
EXAMINER in this case. 


“Commissioner of Patents. 


The motion to dissolve, filed by Pleck 
et al. on April 10, 1962, is set for hearing before 
the Primary Examiner on Thursday, August 9, 1962, 
at 10:30 a. m., in room 7711. . 

Proceedings are otherwise suspended, 
See Rule 236 (c). 


GHilestone/wst Patent Interference Examiner 
Reem 3090 


POL-78 ‘s ze ¢ viet C 17 : os pe Parzr No. 15 
ADOREGG OMLY : oe B38 ae EPARTMENT OF COMMERCG, 
cree shal 8 : ! _ ' PATENT OFFICE ; 
De 3 WASHINGTON 


| Int terference No. o, 866 
“Fleck and Wight ie 


i 
' 


[Ve 


ee Wilchinsky 


Picase find below a communication from the 
EXAMINER i in this case. | 
eo 


= Commissioner of Patents. } : i : ert . : ee ee 
get is ee 


ge 


Y. om 
As required by Public Law "No. 87-831, approved 
October 15, 1962, notice is hereby given the parties 
‘: 9f the requirement of that law for filing in the Patent __ 
; Office a copy of any. agreement "in connection with or in 
| .. contemplation of the- termination of the interference." 


By direction of David L. Ladd 
Commissioner of Patents 


erterence 


Sie 18 
ors Parmer No. 17 


ADOREES One¥ | U.S. DEPARTMENT OF COMMERCE tis Sahl dey br 
™r en jas ens PATENT OFFICE rare So a 
WASHINGTON SLR, 
$09 lg 


She 
“Os 


+ 
Interference so ysss 
Small, Dunham and Thomas : 


P. O. Box 243. Fleck and Wight OFFigg 
Elizabeth B, N. J. 


Ve 


Mattox, Kimberlin and Wilchinsky 


Ee , a 


Please find below a communication from the 
EXAMINER in this case. 


Commissioner of Patents. 


{ Tne Primary Examiner having denied Fleck et al's motion 
I to dissolve, preccedings are resumed before the Patent Interference 


\ 
Ex Qestinoiiymust be taken, prepared, and forwarded in accordance with the published 
Rules of Practice of this Office. 


Tne times for taking testimony in this case are set 


as Pollows: 


Testimony in chlef of Fleck et al. to close 
Mareh 18, 1963. 


Testimony of Mattox et al. to close April 18, 1963. 

Rebuttal testimony of Fleck et al. to close May 3, 1963. 

The copies of the record required to be served on the 
respective opposing parties by Rule 253(d) must be filed and 
so served by June 3, 1953. 

iefs shall be due as follows: 
Junior party - July 15, 1963 
Senior party - August 5, 1963 

Reply brief = August 15, 1963 

The setting of such times is permitted by the penultimate 
sentence of Rule 254. 
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After the time on which the reply brief is due the case 
will be placed on a list of cases in condition for final 
hearinz. Hearing tines will be set in cases taken in order 
so rafts 


from this list at a time when they can be taken up for decision 


within a reasonable time after hearing. 


WEModance/Jb Patmt Interference Examiner 
Room 3090 


| 
IN THE UNITED STATES PATENT OFFICE WARES 


SIAR S 1s. 


. 
i 


‘BEFORE THE BOARD OF PATENT INTERFERENCES 


. 9 Meet 
‘ 


Patent Interference No. 91, 866 


Fleck and Wight v. 
Mattox, Kimberlin and Wilchinsky 


Whereas Fleck et al., the juntor party, 
have failed to make any showing why judgment on the. 
record should not be entered against them, in view 
of their failure to take any testimony, and whereas 
the time allowed for such showing has expired, pursu- 
ant to the order of January 23, 1964, priority of inven- 
tion of the subject matter in issue is nemeusparanced 
to William Judson Mattox, Charles Newton Kimberlin and 
Zigmond Walter Wilchinsky, the senior party. : 

As there is no question of priority on which 
appeal could be ere the proceeding .is terminated. 


: NO Ama dhe eee > a 


Examiner of Interferences) 


Eximpderof Interferences) OF PATENT e 
om a Wi : ) INTERFERENCE: 


Examiner of Incerterences) 
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STATES PATENT OFFICE 


In re Patent of 

William Judson Mattox et al 
Patent No. 3,160,581 

Filed February 13, 1956 
HYDROCARBON DESORPTION PROCESS 


Interference No. 91,866 
{now terminated) 


Honorable Commissioner of Patents 


Washington, D. C. 


PETITION TO THE COMMISSIONER 

Now comes your petitioners, Patentees in the above- 
identified U. 8. patent and their assignee of all right, title 
and interest in and to said patent, by their attorney, and request 
that the Honorable Commissioner of Patents accept the attached 
true copy of an agreement, made in connection with or in contem- 
plation of the termination of Interference No. 91,866, as fully 
complying with the provisions of 35 USC 135(c). The attached 
agreement was entered into on or about August 27, 1963 between 


the parties: involved in the aforementioned interference, which 


interference was subsequently terminated under the provisions of 
Rule 252 on or about March 3, 1964. The application of the Senior 
party, copetitioners herein, matured into U.S. Patent No. 3,160,582 
which issued on December 8, 1964. ‘This patent was later reissued 
as U.S. reissue patent No. Re. 25,980 on March 8, 1966. 
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35 USC 135(c)- ‘Provides, in part, 


Any agreement ... , made in connection with or in 
contemplation of the termination of the interference, 

shall be in writing and a true copy thereof filed in 

the Patent Office before the termination of the 
interference ... Failure to file the copy of such 

agreement ... shall render permanently unenforceable ... 
any patent of such parties involved in. the interference 

«ee The Commissioner may, however, on a showing of 

good cause for failure to file within the time prescribed, 
permit the filing of the agreement ... during the six-month 
period subsequent to the termination of the interference eee 


The Commissioner shall give notice to the parties sees 
a reasonable time prior to said termination, df the filing 
requirements of this section. If the Commissioner gives 
such notice at a later time, irrespective of the right to 
file such agreement ... within the six-month period on & 
showing of good cause, the parties may file ... within 
sixty days of the receipt of such notice. | 
In view of the foregoing scorutary provision, it ig the petitioneis' 
position, herein, that 
(1) such notice as is required by the statute has never 
been received and, hence, that the presently tendered 
copy of the agreement should be accepted under the 
provisions of the second paragraph of section 135(¢)3 
the notice which was received was not received a 
= 
reasonable time prior to termination and, hence, that 
filing at this time is proper under the provisions of 
the second paragraph of section 135(¢); | 
under the statutory proviatons the Honorable Commissiondr 
of Patents has discretionary power, even after the six- 
month period, to accept a copy of the agreenent on a 


showing of good cause. 


As to the adequacy of the notice which was received, it 


should be noted that the sole notice received by applicants was 
mailed on October 19, 1962, and read as follows: — 
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As required by Public Law No. 87-831, approved 
October 15, 1962, notice is hereby given the parties 
of the requirement of that law for filing in the 


Patent Office a copy of any agreement "in connection with 
or in contemplation of the termination of the interference." 


This notice, mailed within four days after passage of the statut¢ 
and not being related, in a meaningful way, to any proceeding 

in the interference, amounted to nothing more than a notice of 
the passage of said statute. In this regard, it is respectfully 
submitted that Congress intended that the Patent Office give mor¢ 
than a mere notice of the passage of a statute. That this was, 
in fact, intended is clear from the express requirement of notice 


in the statute; i.e., knowledge of passage can be presumed and, 


hence, an express requirement of notice must require more than 


that which is already presumably known. 


As to whether the notice was received within a reason- 
able time, it should be noted that the sole notice received by 
applicants was received some 18-1/2 months prior to the termina- 
tion of the interference. When received, proceedings in the 
interference had been suspended under Rule 236(c), pending a 
decision on.the party Fleck et al's motion to dissolve. it follbws 
that the notice was received at a point in the proceedings when 
the outcome of the interference was uncertain as between the 
parties. Clearly, it was not contemplated, at the time the notite 
was received, that an agreement "in connection with or in contem+ 
plation of-the termination of the interference” would later be 
executed. In fact, the agreement was not executed until some teh 
months after the receipt of the above-described notice, and this 
‘following a series of correspondence between the parties which 


did not begin until some four months after the receipt of said 
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notice. For these reasons, it is respectfully subuitted that the 
notice, which was received, was received at a stage in. the 
proceedings when it would not alert anyone to the potential 
consequences of a fadlure to file any agreenent which might sube 
sequently be executed. Moreover, it is submitted that the notice 
which was received, coming in such a close proximity with passage 
of the statute, which was itself accompanied with appreciable 
publicity, did not serve the purpose sought to be fulfilled vy 
the statutory requirement of notice. Accordingly, it is submitted 
that the notice was not received "a reasonable tine prior to 
termination" as required by the statute. 

Finally as to the third of these positions, it is 
appreciated that 35 USC 135(c) appears to limit the Commissioner's 
power to accept a copy of an agreement to a six-month period 
following termination of the interference. In this regard, how- 
ever, it should be noted that the language used in the statute, 
though significant, is not controlling where the issue is whether 
the statutory limitation is mandatory or directory. For example, 


as was said by the U. S. District Court, Oklahoma, in Vaugin v. 
Winston, 11F Supp. 954 (960), _ 
--- Where a clear intent is shown, or the legislative 
purpose can best be carried out, statutes may be 
construed as directory, even though they appear mandatory 
in form, ... (emphasis added.) A 


Similarly, the U. S. Supreme Court has said, an ymscoe ve Zerbdst 
295 us 490(404) 
... Statutes are not directory when to put them in that 
category would result in serious impairment of the public 
or the private interests that they were intended to protect. 
Paraphrased, what the U.S. Supreme Court has said at this point, 
| 


and elsewhere in the case, is that the statutory language, "a 


24 
significant test," is not controlling. The test being the rights 
and interest sought to be protected. 
In light of these cases and the rules there set down, 
it becomes necessary to determine the legislative intent with 
respect to the rights and interests sought to be protected by 
“Public Law 87-831. This can be done by reference to the legis- 
lative history of the act, which reference reveals a clearly 
stated purpose by both the House and Senate; e.g-., as stated in 
Senate Report No. 2169, 87th Congress, 2d session, the purpose 
is: 
--- Interference proceedings may be terminated in a manner 
hostile to the public interest by using patent interference 
settlement agreements as a means of restricting competition. 
To make such practice more difficult the bill requires the 
filing of such agreements in the Patent Office. 

In this same report, there is quoted a letter from the Justice 

Department urging passage. The reasons urged for passage are 

summarized in the following sentence which appears in that letter} 
ee»- The purpose of this legislation is to make it more 
difficult for patent applicants to use an interference 


settlement agreement as a means of violating the anti- 
trust laws. ... 


in view of this legislative history, it is clear that the 
interests sought to be protected are “public,” and that the 


purpose is.to "make violations of the antitrust laws more difficult." 
It appears equally clear that Congress did not intend to create 

a@ new crime; i.e., failure to file a copy of an otherwise lawful 
agreement, but rather that they intended a copy of the agreement 

be available to the eppropriate Government agency for review 

in light of existing penal statutes. Accordingly, it is respect- 
fully submitted that this purpose could not be accomplished unless 

& copy of the agreement would be accepted at any time following 


discovery of a failure to file. Moreover, it is submitted that 


a refusal to accept a copy of the agreement, outside the six- 
month period, necessarily converts the statute to @ penal pro- 
vision with a severe sanction, without affording any of the 
safeguards ordinarily associated with enforcenent of a penal 
statute. That the sanction is severe is clear from the fact 

that petitioners herein would be deprived of a valuable property 
granted under a constitutional provision, i.e., their patent, if 
the statute were construed so as to preclude acceptance of a copy 


of the agreement at this time. The constitutionality of such @ 


provision need not be discussed, herein, since such & provision 


was Clearly not intended by the Congress. 

That the failure to file, in the present Case, resulted 
through an inadvertent error and without any deceptive intent is 
clear from the record of the interference itself, i.e., that an 
agreement was being negotiated by the parties 1s disclosed in at 
least four papers filed in the Patent Office during the inter- 
ference proceedings, cf. the stipulations for extension of time 
filed on or about March 15, 1963, June 6, 1963, August 14, 1963 
anda October 15, 1963. It is respectfully submitted that if the 
parties had deliberately intended not to file, there would be no 
such reference to the agreement, in the file. : 

Although it has not been possible to determine, at thig 
late date, exactly why a copy of the agreement was not filed by 
either party, it is velieved to have resulted from a combination 
of the illness and retirement of the attorney principally 
responsible for the negotiation of the agreement, a “heavy 
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workload" on the attorney responsible for the case when the 


agreement was executed and when the interference was terminated, 
and the lack of adequate notice at anytime or any notice within 
& reasonable time of termination of the interference. 
A review of the file of the interference involving the 

above-identified patent will reveal that petitioners herein, were 
| represented by the firm of Small, Dunham and Thomas when the 
interference was first instigated, and that this representation 
continued until October, 1963. The agreement presently in issue 
was negotiated and executed during this period. The attorney 
principally responsible for negotiation of the agreement was a 
member of this firm, 41.e. Paul 0. Dunham, Esq. Due to an 
extended illness which resulted in absence from his job (ca. 3 
weeks) and his retirement (September, 1963), Mr. Dunham was not, 
however, able to complete the negotiations and the responsibility, 
therefore, was transferred. to another member of the firm; i.e. 
Reuben Miller, Esq. When Mr. Miller assumed responsibility for 
the case, negotiation of the agreement was virtually complete, 

and what remained was completed, routinely, shortly after he 
assumed responsibility. To complete the agreement, it was, obvidusly 
unnecessary to review that part of the record relating to proceed- 
ings before the Patent Office; i.e., that part of the record 
compiled during the period when the aforedescribed notice was 
received. Moreover, since the Junior Party failedto take tes- 
timony during the period allotted, it was unnecessary to review 
the record prior to moving for a judgment on the record. This 
apparent lack of necessity coupled with a “heavy docket" of 


prosecution and other patent matters on Mr. Miller's calendar, led 
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to the inadvertent failure to file a copy of the agreement. 


For the foregoing reasons, it is respectfully submitte 
that acceptance of the attached true copy of the above-described 
agreement, at this time, would be proper. In fact, it is 
respectfully submitted that the second paragraph of 135(c) requifes, 
as a matter right, the acceptance of said copy at this time. 
Accordingly, the Honorable Commissioner of Patents is respect- 
fully requested to accept the attached copy as fully complying 
with 35 USC 135(c)-. | | 


Respectfully sutmitted, 


. /s/ Wayne Hoover 


Wayne Hoover | 
Attorney for ee 
eae ) 
Elizabeth, New Jersey 
August 14, 1968 


WH/er 


Tapes Cyey 


—e 
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AGREEMENT 


THIS AGREEMENT, made as of the date of the last 
signature hereto, by and between ESSO RESEARCH AND ENGINEERING 
COMPANY, a Delaware Corporation, (hereinafter referred to as 
"SSO RESEARCH"), and UNION OIL COMPANY OF CALIFORNIA, a 
Corporation of California, (hereinafter referred to as "UNION"); 


WITNESSETH: 


WHEREAS, UNION is the owner by assignment of a United 
States Patent 2,935,467 issued May 3, 1960 on Application Serial 
No. 600,571 filed July 27, 1956 by Raymond N. Fleck and 
Carlyle G. Wight, for "Fractionation Process Using Zeolitic 


Molecular Sieves"; and 


WHEREAS, ESSO RESEARCH is the owner by assignment of a’ 
United States patent application, Serial No. 565, 059, filed 
February 13, 1956: by William J. Mattox, Charles N..Kimberlin, Jr. 
and Zigmond W. Wilchinsky, for "Hydrocarbon Desorption Process"; 


and 


WHEREAS, the aforesaid patent and application are now 
involved in an interference in the United States Patent Office, 
said interference being designated No. 91,866, declared April 19, 
1961; and 


LAS 


-WHEREAS, the parties hereto are desirous of settling 


the Se interference without further contest in order to 
avoid the expenses and delays incident to the formal procedure 
of taking testimony and further Litigation of the issues of said 


interference; and 


WHEREAS, ESSO RESEARCH and UNION each hereby warrants 
that it has the right and power to enter into ‘this agreement and 
to een the licenses hereinafter set forth; | 


od 


NOW, THEREFORE, in consideration of the mutual 
warranties and covenants of this agreement, the parties hereto 


have agreed as follows: — | 


I 
Definitions 

A. The term "Affiliate" as used in this agreement in 
connection with a designated company , shall mean | any company of 
which the ‘designated company now or hereafter owns-or controls, 
directly or indirectly, fifty per cent (50%) or more of the 
stock having the right to vote for directors thereof. For the 
purpose of this definition the stock owned or controlled by a 
particular company shall be deemed to include all stock owned ~ 
or controlled, directly or indirectly, by any other company . of 
which the particular company owns or ognbneaes directiy or 
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indirectly, fifty per cent (50%) or more of the stock having the 
right to vote for directors thereof. When used in connection 
with ESSO RESEARCH, the term "Affiliate" shall include Standard 
‘O42 Company, 2& corporation of New Jersey, and all Affiliates, 

as defined above, of said Standard Oil Company. 


It 
Settlement 

A. Prior to the expiration of the period now. set or 
as may hereinafter’ be extended for the taking of testimony on 
behalf of the junior party in said Interference No. 91,866, the 
authorized representatives of each party shall make available 
for the consideration of the authorized representatives of the 
other party a full’ showing of ‘all evidence available to the 
respective party which in the judgment of the party is of 
‘substantial pertinence to the respective party's claim of 


priority in said interference. 


B. In the event the parties are able to agree on 
the basis of the evidence submitted to each other as to which 
party has established its claim of priority by a clear 
preponderance of the evidence, a suitable document as provided 
by Rule 262 of the Rules of Practice of The United States 
Patent Office in Patent Cases, adequate to terminate promptly 
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the said interference proceeding, shall be filed tn the U.S. 
Patent Office on behalf of the losing party; or in the event 
the junior party is agreed to be the losing party, the senior 
party shall be entitled to take judgment under the provisions 
of Rule. 252 of the said Rules of Practiée, unless the losing 


party shall first have filed a suitable document as provided 


by Rule 262. 


C,. In the event the representatives of the parties 
hereto are unable to agree within thirty (30) days’ from the 
time when each party has made available to the other its 
evidence on the question of priority in accordance with 
Article II-A above, or within such additional: time as may be 
agreed ‘upon by the parties, as to which party in the above entitled 
interference has established its ‘claim of priority by a clear 
preponderance of the evidence, the question of priority shell 
be submitted to the Patent Office, on stipulated records in 
the form of affidavits and supporting exhibits. Each party 
shall have the right to cross-examine any witness whose 
evidence has been stipulated as aforesaid by submitting to 
counsel for the party in whose behalf the evidence has been . 
stipulated written interrogatories which shall be answered in 
the form of an affidavit by the witness. The decision of the 
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Board of Patent Interferences shall be accepted as final and 
conclusive upon the parties after opportunity for reconsideration 
. and rehearing and no appeal shall be taken therefrom by any of 
the parties. 


D. Each party will enter into such stipulations for 
extension of the time for taking testimony of the other party 
at the request of said other party as are reasonably necessary 
to protect said other party's rights to submit such testimony 
to the U.S. Patent Office for determination of priority in the 
event the representatives of the parties hereto are unable to 


agree on said determination of priority. 


E. It!is expressly understood and agreed that the 
licenses and rights to extend the same herein granted and agreed 
to be granted, shall remain in full force and effect, regardless 
of the procedure followed for determination of priority of 


invention, and regardless of the outcome of the interference. 


IIt 
Grant 
A. ESSO RESEARCH agrees to grant and hereby grants 
to UNION a royalty-free, irrevocable, non-exclusive, non- 


transferable (except as hereinafter provided) license to make, 


use and sell under any claim contained in any and all United States 


patents issued on said application Serial No. 565 4059 and/or 
on any divisions or continuations-in-part thereof, and/or in 
any reissues of such patents, which forms a Count of said 

| 


Interference No. 91,866, with the right to extend said license 


to Affiliates of UNION. 


B. UNION agrees to grant and hereby grants to ESSO 
RESEARCH a royalty-free, irrevocable, non-exclusive, non- 
transferable (except as hereinafter provided) license to make, 
use and sell under all claims of said Patent 2,935,467 or in 
any reissue of said patent, with the right to extend said 
license to Affiliates of ESSO RESEARCH. hoe 


Iv I 
Interpretation of Licenses 

A. The parties hereto expressly agree that the 
licenses and rights to extend the same granted in Article IIr 
of this agreement shall not 4n any way be interpreted as 
granting rights under any patent or application claim other 
‘than those expressly covered by the provisions of said Article’ 
and shall .be without prejudice to the position of either of the 
parties hereto with respect to questions of infringement of, or 
’ the validity and scope of, any claim of any other patent now or 


hereafter owned or controlled by either of such parties. 
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B. The parties hereto furthermore agree that none of 
the provisions of this agreement shall be considered or 
interpreted to limit or restrict in any manner the right of 
either party hereto to grant, directly or indirectly, any 
license, immunity, or any right or privilege, not in conflict 
with the expressed terms of this agreement, under or in respect 
of its own patent or patent rights on such terms and conditions 


as it shall determine. 


Vv 
Assignability 
The licenses and rights to extend the same herein 
granted shall not be transferred, nor shall this agreement be 
assigned, by either party without written authorization from 


the other, except to an Affiliate of a party hereto. 


vi 
Addresses of the Parties 
Addresses of the parties to which notices or other 
communications provided for in this agreement shall be sent 
are as follows, unless changed by notice in writing to the 
other party hereto: 
‘Esso Research and’ Engineering Company 
Post Office Box 243 
; Elizabeth, New Jersey 
Union O11 Company of California 


Post Office Box 218 
Brea, California 


Sikes 


IN WITNESS WHEREOF, the parties hereto have caused 


‘this agreement to be signed by their representatives thereunto 


duly authorized. 


ESSO RESEARCH AND ENGINEERING COMPANY 
(ESSO RESEARCH) . 


DL lao 


Date P- 15-63 


UNION OIL COMPANY OF CALIFORNTA 


(UNION) 
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U.S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON, D.C. 20231 


September 17, 1968 


, 


wo 


Interference No. 91,866 C 


Fleck et al. 
Ve 
Mattox et al. 


This is a petition filed September 6, 1968 for 
the late acceptance of an agreement under 35 U.S.C. 135(c). 
The interference was terminated on March 3, 1964. 


Petition 


The arguments advanced in the petition have been 
carefully considered but it is thought that sufficient and 
timely notice to satisfy the requirements of the applicable 
statute were given in this case. The form of the notice 
given in this case complies with the language of the statute 
and has been’ used consistently since its enactment without 
occasioning any difficulty. It is not thought that the 


Office can undertake to remind the parties of the statutory 
provision a short time before each interference terminates 
as appears to be suggested by the petitioner. 


It is considered clear that the Commissioner has 
no authority to accept an agreement more than six months 
subsequent to the termination of the interference. The 
statement that the agreement may be accepted if filed 
within such a period seems to admit of no other interpre- 
tation than that the agreement cannot be accepted later. 


The petition is denied. 


EDWIN L. REYNOLDS 
First Assistant Commissioner 


Sol Shappirio. (for Fleck et al.) 
1345 Pennsylvania Avenue, N. W. 
Washington, D. C. 20004 ; 


Pearlman and Stahl (for Mattox et al.) 
P. O. Box 243 : 
Elizabeth, New Jersey 07207 
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UNITED STATES DISTRICT COURT 
FIRHERSI], Rewncacen % caren 
FOR THE DISTRICT OF COLUMBIA ten : 


[Caption Omitted in Printing] 


oe a iJ Lat 


OPPOSITION TO PLAINTIFF'S MOTION - | 
FOR SUMMARY JUDGMENT 


Now comes the defendant, the Commissioner of Patents, “and 
opposes the motion by plaintiff for summary judgment, the 
served copy of which was received by the attorney for the 

¥ | 


defendant on February 4, 1969. 


The reasons for such opposition are set forth in the 
| 
attached Points and Authorities. 


A counter motion for summary judgment accompanies this 


opposition. 


Respectfully submitted, 


tates Patent 
Acorns for Defendant 


Raymond E. Martin 
Of Counsel 


February 14, 1969 
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MOTION FOR SUMMARY JUDGMENT BY DEFENDANT 


Defendant moves the Court to grant summary judgment 
for the defendant on the grounds that there is no genuine 
issue as to any material fact and that defendant is entitled 


to a judgment as a matter of law. , 
This motion is based upon: 


“(a) |. the statement of material facts as to which 


Sih - 


. there is no genuine issue, required by Local 


- Civic Rule 9(h), filed herewith, 


the exhibits accompanying this motion, and 


(c) the points and authorities filed herewith. 


WHEREFORE, it ‘is requested that:summary judgment be entered 


Phe : 


for defendant and that.the complaint be dismissed. 


as 


' “Respectfully submitted, 


- Attorney for Defendant 
Raymond E, Martin *:, Oy ae 
Of Counsel Bee 
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In conformity with Local Rule 9am) defendant asserts’. 
that the. following are the. ‘material’ facts ag. to’ which, there. 


is no genuine Assuer 98 


= ice On February 13; "1956," William a: Mattox et eee 
‘ gitea in the, Patent. Office’ ‘an ‘application for. patent. entitled. 


“tayarocarbon Desorption Process", which 1 was ‘assigned Serial.” 


Noe: 565,059, 7 : 
2. On “April 19, -1961,'..Interference ‘No. 91, 866 was. 
declared between the Mattox’ et al. application and Patent No. 


2, 935, 467 to Eleck: et al. seu ‘accordance: “with 35 v. S.C. 135. - 


“on October 15, 1962, oe Law. "87-832 was enacted . 
inte: ‘law. The new. law, constituted: anew subsection. tc) added 
“to, ‘ie previously. ¢ acted: subsections, (a): and - (b) of 35: u. S.C.: 
51350: SA, “copy” ‘of: ‘subsection, Mey sraktacheavheres as Benin AY 

Ae On October 19, 1962, the Patent Office sent a letter 


to both parties ‘to Interference No. 91,866, which reads: 
As required by Public Law 
'. No. 87-831, approved October 
15, 1962, notice is hereby 
.given the parties of the 
requirement of that law for 
filing in the Patent Office a 
copy of any agreement""in 
, connection with or in 
,contemplation of the termination 
oe the interference. 


A copy of that letter is attached hereto as Exhibit B. 
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5. On March 3, 1964, Interference No. 91,866 was 


terminated by a decision favorable to Mattox et al., the senior . 


party. OR copy of that: ‘decision is attached hereto as Exhibit Cc. 


6. The Mattox et ae application issued as Patent No. 
3,160,581, on December 8, 1964 to Esso Research and 
Engineering Company, the present plaintiff, as assignee of 
the applicants Mattox et al. This patent was later reissted 


‘as Reissue Patent No. 25,980 on March 8, 1966. 


7. %«In a paper dated August 14, 1968, and entitled 
"Petition To The Commissioner", plaintiff and-“Mattox et al. - 
reguested the Commissioner to accept a copy of an agreement 
entered into August 27,1963, "as fully complying with the . 
provisions of 35 U.S.C. 135(c)". A copy of. the agreement - 
“attached to the pefition is included herewith as Exhibit D’ 
‘along with a copy of the petition (Exhibit E). 


8, In a decision cated September: ‘17, -1968,° ‘the First 
: Assistant icomisssoners ‘of. ‘Patents,: ‘acting for the defendant, 


denied the petition because he had no authority under the law 
to accept an agreement filed more than six months subsequent 


to the termination of the interference, | ‘A copy of the decision 
is attached hereto as Exhibit F. 


i 
“9. “In response to the’ aectaton of ‘September 17, 1968, 
plaintife filed the instant civil action on October 17, 1968.: 


AS Respectfully submitted 


Raymond E. Martin » 
O£f..Counsel:: 
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UNITED STATES DISTRICT COURT 


FOR THE DISTRICT OF COLUMBIA | 
FILED 
AUG 13 1968 
ROBERT M, STEARNS, Clerk 


ESSO RESEARCH AND ENGINEERING CO., ) 
Plaintiff, 
vs. Civil Action No. 
EDWARD J. BRENNER, 2606-68 
Defendant 
Tuesday, April 29, 1969 
Washington, D.C. 

' The above-entitled matter came on for hearing 
before The Honorable AUBREY E. ROBINSON, JR., United States 
District Judge, at approximately twelve o'clock noon. 
APPEARANCES: . : : 

MARCUS B. FINNEGAN, Esq. 
For the Plaintiff 


RAYMOND E. MARTIN, Esq. 
For the Defendant | 


* ok Ok | 
MR. MARTIN: May it please the Court, my name 
is Raymond E. Martin representing the Commissioner of Patents, 


~ 


the defendant. I think the Court probably realizes quite well 
there are many facets to this case and I am prepared, if the 
Court lets me, to speak for a half-hour. I would inquire how 
much time the Court will allow me? : 

THE COURT: Speak for a half-hour about what? 

MR. MARTIN: On the defendant's side of the case. 


But if not, I would like to know. 
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THE COURT: We can adjourn and come back this 


afternoon, 

MR. MARTIN: I would appreciate it if I could have 
a half-hour. 

THE COURT: Well, I have another case. I will 
adjourn this matter until 1:45 after lunch. That will give 
you ample opportunity to argue your case and also give Mr. 
Finnegan an opportunity to reply. I think it is an important 


question. I don't want to slide over it and I don't want to 


hurry your argument, but I do want to accommodate other counsel 


and parties who are on this morning's calendar. 


Come back at 1:45 today. 


* eK 


CLERK’S OFFICE 
United States District Court forythe District of Cone 


__ESSO RESEARCH AND ENGINEERING 
(Plaintiff) 
. Becces 68 
EDWARD J. BRENNER Civil Action No. - alesse 


(Defendant) 


There was entered on the docket __May 15. 1969 19S 


an order (judgment) denying motion of pltff. for 
summary judgment and granting .motionof deft. 
—or~summary~Judgment~;—compiaint= i 
dismissed JOP EE SS OT HARRY M. HULL, CaEE 
Geseti;—+— 


NOTICE OF APPEAL 


Notice is hereby given that plaintiff, Esso Research and Engi- 
neering Company, hereby appeals to the United States Court of Appeals for 


the District of Columbia Circuit from the Order Dismissing the Complaint, 
| 


and from the Order Denying Plaintiff's Motion for Summary Judgment and 


Granting Defendant's Motion for Summary Judgment, all of which Orders 


were entered in this action on the 15th day of May, 1969. 


July 14, 1969 


FINNEGA), HENDERSON & FARABOW 


Washington, D. C. 20006 
Tel: 298-8144 


Of Counsel: 
Arthur S. Garrett 
Ford F. Farabow, Jr. 
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The very purpose of this bill is to tell what ha pened in the inter- 
ference without having to file a suit. It would be very unfortunate 
if you had to file a suit, to then seek discovery, when the settlement 
might be perfectly open and above board. 

So I think it would tend to prevent, maybe, some suits being filed 
that might otherwise be filed, if there were a place of record for these 
agreements to be, and you didn’t have to file a suit to get access. 

Senator McCLe.uan. Very well, then; is there anything further? 

Mr. Lapp. I have nothing further. 

Senator McCirunan. All right. Thank you very much, Mr. 
Brown. 

Mr. Edward F. McKie, Jr. Would you come around, please, sir? 
Would you identify yourself for the record, please? 


STATEMENT OF EDWARD F. McKIE, JR., TREASURER, AMERICAN 
| PATENT LAW ASSOCIATION, WASHINGTON, D.C. 


Mr. McKie. Mr. Chairman, my name is Edward F. McKie, Jr. 
I am_a member of the bar of the District of Columbia in private 
practice in this city, specializing in the ficld of patent law. I am also 
the treasurer and a member of the board of managers of the American 
Patent Law Association. I sppear here on behalf of that association, 
sir. 

Senator McCuettan. Very well. Do you have a prepared state- 
ment? 

Mr. McKie. The prepared statement which I have consists only 
of a letter from the executive director of the association, dated August 
28, with an accompanying statement which originally was sent to the 
House subcommittee. < : ; 

Senator McCrettan. Would you like to have the lettcr, which was 
addressed to the chairman of the subcommittee, and the statement 
included with it, inserted in the record at this point? 

Mr. McKie. Yes, please. 

Senator McCvretian. Both the letter and the statement accom- 
panying the letter may be inserted and printed in full at this point in 
the record. 

(The documents referred to follow:) 

AMERICAN Patent Law AssocraTion, 
; Washington, D.C., August 28, 1962. 
Hon. Joux L. McCreuuan, 
U.S. Senate, Washington, D.C. 

Dear SENATOR MCCLELLAN: On September 4, 1962, you have announced that 
your Subcommittee on Patents, Trademarks, and Copyrights of the Senate 
Committee on the Judiciary will hold a hearing on H.R. 12513, which was passed 
by the House on August 6, 1962, and which deals with the filing of scttlement 
agreements in interference cases. : sar 

When this bill was considered by the Committce on the Judiciary of the House 
of Representatives, our board of managers notified that committee that we would 
not oppose the bill as originally introduced provided it was amended to contain 
& requirement that there be good cause shown before any private party is given 
access to any such agreement. The bill was amended to contain such a provision 
before passage by the House. j Se 

Our board further notified the House Committee on the Judiciary that we 
disapproved two amendments proposed by the Department of Justice, one of 
which would make unenforceable any patent involved in interference where a 
settlement agreement is not filed. This penalty provision was inserted in the 

ill as an’ amendment before it was passed by the House. We strongly object 
to this penalty provision. 
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We are enclosing with this Ietter a short statement which further explains our 
views on this legislution. We would appreciate the presentation of this material 
at the time of the hearings and its inclusion in the transcribed record thereof. | 

Respectfully yours, : 
Cuartorre I. Gaver, 
Executive Director. 


Statement To Accomrany American Patent Law Association RESOLUTIONS 
on TLR. 11015 (Prevecessor Birt to H.R, 12513) | 


This bil is intended to require the filing in the Patent Office of all agreemerits 
in settlement of patent interferences. Since such agreements are now normally 
maintained confidential by the parties, the bill would make a substantial change 
in existing law. ' 

The prime sexzson given for proposing the suggested change in the luw is to pro- 
vide notice of agreements containing antitrust law violations.! While such notice 
is desirable, agreements containing such violations are uncnforeeuble under exis' 
ing law, The incentive for filing settlement agreements provided by the bill 
(prevention of unenforceability thereof) would therefore work a change only as 
to agreements not containing antitrust law violations. The filing of such agrde- 
ments would provide no benefit to the general public but would rather require 
expenditure of public funds for their examination. | 

There appears to be no reason for abolishment of the right of parties to bn 
interference scttlement agreement to maintain the terms of that agreement con- 
fidential from the general public and in particular, from competitors and possible 
future licensces, expecially since disclosure may give such persons an unfair com- 
petitive advantage. The objective of the bill in providing for disclosure of pos- 
sible antitrust law violations could as well be achieved if only appropriate Gov- 
ernment personnel had a right to examine the filed agreements, and if private 
parties were required to show good cause before being given access thereto. 

Despite the doubt that the bill will attain its objectives, it is recognized that 
some degree of discouragement of antitrust law violations might be obtainéd. 
The association therefore docs not oppose the bill, provided it is amended ‘to 
require a showing of good cause before any private party is given access to an 
agreement filed as required by the bill. ' 

The Department of Justice has indicated doubt that the sanction provided by 
the bill would be sufficiently effective and has proposed two additional penalties 
for failure to file the contemplated agreements. One of these would render un- 
enforceable any patent issued on an application involved in an interference 
wherein « settlement agreement was not filed, while the other would assess a 
fine against any party to the agreement for failure to file it. | 

Under existing law, patents involved in agreements containing antitrust la 
violations are unenforceable for misuse,? so that the first-proposed sanction would 
provide a new penalty only against patentecs not privy to the agreement and 
therefore incapable of recording it. ' 

The second proposed sanction would provide esscntially a criminal penalty 
without any requirement for notice or criminal intent. | 

Both of these Justice Department proposed penaltics are believed far too 
drastic and unnecessary, particularly where such slight prospects of benefit from 
the required filing exist. The association therefore opposes them. ' 


Senator McCuunvan. All right, any comments. Do you have any 
prepared statement? 
Mr, McKis. No, 1 don’t have any additional prepared statement. 
I would like to make a few amplifying remarks, if I may, with respect 
to one objection that we have to the bill. 


i 
4'The Department of Justice, in approving the bill with suggested amendments, hus referred also to the 
objective of discouraging improper interference settlements of the type involved in the Precision Instru- 
ments case (Lrecision Inetrument Mfg. Co. v. Automotine M, Mach, Co,, 324 U.S. 806). Examination of 
the opinions in that case discloses no indication of the suppression of evidence of perjury, the impropricty 
there involved, Nor is it likely that parties agrecing to suppress evidence would reduce such agreement 
to writing, Consequently, the bill would have no effect with respect to such agreements since they ore 
unenforceable under existing law (as held in Precision) and surely would not be embodied in written settle 
ment agreements, i 
2 Additionally, the very case cited by the Department of Justice as indicating an evil whose disclosure 
would be effected by the bill, namely the Preciston case, supra, stands for the Proposition that suppression 
of evidence material to patentability renders the patent unenforceable. i 
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Senator McCietuan. Very well. 

Mr. McKis. The position of the American Patent Law Association 
as to this bill is generally not in opposition. However, there is one 
particular provision in the bill to which we are opposed—that is, the 
provision that would render any patent of any party to an agreement 
ot this type unenforceable, permanently, if the stntement were not 
filed within the required time period. 

Our understanding is that this provision was recommended initially 
by the Department of Justice. It was placed in the bill as an amend- 
ment to the original Dill as filed initially. 

It should be kept in mind that there is an additional penalty pro- 
cedure in this bill as originally submitted—that is, the ngreement 
itself would be unenforceuble if it were not filed in the patent office. 
This tacks on the added disadvantage, or the added penalty that the 
entire patent, in fact, ull patents of the parties to the agreement, 
which were involved in the interference, would be unenforceable. We 
think that this is too drastic a remedy for what is involved here, 
particularly since there can be no excuse given for failure to file at 
some later date. It is quite possible that the agreement would fail 
to be filed inadvertently. For instance, even though various lawyers 
might be involved in the agreement themselves, their secretaries, their 
clerks, and so forth, might be charged with actually taking the agree- 
ment to the patent office, or mailing it to the patent office. 

Senator McCLeLuan. Would you suggest, then, that some provi- 
sion be inserted giving the party that is delinquent on filing the 
statement an opportunity to be heard and show cause why the penalty 
shouldn’t be imposed? 

Mr. McKie. Yes, sir;I would. I would also suggest that there is a 
statement of that type in the bill at the present time. But that 
applies only for 6 months, as I understand it—— 

Seaton McCrevvan. I mean at the end of the 6-month period, if 
you have not complied, would you then suggest that a show cause 
notice go to the patentee, as to why the penalty shouldn’t be invoked? 

Mr.’ McKie. I think that if a remedy as drastic as this is involved, 
there should be actual notice made. 

Senator McCLeLLAN. Would that cure what you are complaining 
about? 

Mr. McKiz. Not completely, sir. I think it would ameliorate the 
adverse effects; yes. 

Senator McCLeLtan. Well, if.a man refuses to comply with the 
law, I' don’t know that he is entitled to a long day in court, so to 
speak! But I do think that he should be given the opportunity to 
show cause, if possible through some inadvertence the law has not 
been complied with, before invoking a harsh penalty—and I would 
regard this as somewhat harsh at least—that he should be given the 
opportunity to show good cause why the penalty shouldn’t be invoked, 
or why there should be an extension, or why the filing should be 
accepted beyond the 6-month date. 

Mr. McKie. I think with the requirement for actual notice to the 
parties, and with a provision for a showing of due cause, or good 
cause, to excuse inadvertent failure to file, then the disadvantage of 
this particular provision would be considerably ameliorated, if not 
completely removed. 

Senator McCLeLuan. Would there be any objection, Mr. Commis- 


sioner, to some provision such as that? Ordinarily I would say a 
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fellow in 6 months’ time had plenty of time, and certainly he ought 
not quibble about having had time or opportunity. But in some 
circumstances, it is foreseeable some circumstance could arise that 
would probably present good cause. Now, what do you think of that? 
Mr, Lapp. I think that the bill as written, Senator, is fair enough 
in this respect. ‘The filing of these agreements is comparable to 
recording title, comparable to any number of documents which lawyers 
know, as a matter of course, must be filed within the time allowed by 
law. I would expect that in the ordinary course, that when interfer- 
ences are terminated in the Patent Office, we would, as a matter of 
form, on the document notifying the termination of the interference, 
include a clear notice that settlements in contemplation, agreements 
in contemplation of settlement of an interference should be filed. 
That notice could be provided simply, as I say, as 1 matter of course. 
And I think that in due course, every lawyer will learn that the 
document must be filed, either before the settlement of the interfer- 
ence, or upon a showing of good cause, inadvertence, mistake, or the 
like, within a 6-month period thereafter. 
Senator McCue.ian. So you would urge no modification. 
Mr. Lapp. I don’t believe that it is necessary, Senator. What is 
likely to happen, I believe, is that out of an abundance of caution, 
for which lawyers are famous, that these agreements will tend to be 
filed, as required. : 
Senator McCuettan. Well, I should think there should be some 
small latitude, at least, to take your absolutely meritorious instances, 
where it was their inadvertence or mistake, or something. One’s 
rights shouldn’t be destroyed or jeopardized simply arbitrarily, irre- 
spective of misfortune or error. 
Mr. Lapp. That is why, Senator, the 6-month grace period, if you 
care to refer to it in that manner, is included in this bill. : 
Senator McCue Lian. Well, that is true. And that seems like 
ample time. And very few cases would arise. But if one would, and 
it was meritorious, I think there should be a discretion at least in the 
Commissioner to extend that time upon proper showing, satisfactory 
showing, in that time, simply to take care of those cases that actually 
ought to be taken care of, and not simply to longer procrastinate, and 
leave the thing undetermined—just simply to do justice—that is what 
I am trying to say. 
Mr. Lapp. I quite understand. Let me summarize. J would not 
express any adamant eppostacn to the inclusion of such an extended 
provision. I do not feel that it is necessary, and I feel that the 6- 
month period is adequate. ; 
I might sum _up 
Senator McCuettan. It may not be necessary. But just from the 
first glimpso at it, it seems to me there might be occasions where real 
hardship would result. 
Mr. Lapp. I think it would help lay in context the magnitude of ae 
problem which we are dealing with. Not more than 2 percent of all 
the cases in the Patent Office become involved in interferences at any 
time. 
Senator McCuetuan. And 80 percent of those are settled, I believ 
you say here in the statement. 
Mr. Lapp. That is, I think, in the Department of Justice statement. 
Moreover, what we are talking about here is not a proposal freely to 
publish this information, but simply to make it available in the 
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Patent Office for access to Government agencies or to private persons 
upon a showing of good cause. ‘The only point that J am trying to 
make about this summary is to lay in context that the likelihood that 
any real hardship is going to occur in any particular case, because of 
this time requirements of filing, is rather small. 

Senator McCiettan. It is remote, I agree with you. And there- 
foro I thought in thoso extremo cases, where you would be convinced 
there was merit, there were extenuating circumstances or something 
that prevented the filing, that another 60 days time wouldn’t do any 
great violence. Someone has suggested that the whole thing be made 
12 months instead of 6. I don’t necessarily agree. I think 6 months 
is a pretty long time to begin with. 

Mr. Lapp. I would have no objection to that. As a matter of 
fact, I think it may help use to inquire moro particularly into the kinds 
of circumstances or sets of facts in which such a hardship, because of 
oversight, or other reasons—and I think filing in what the probable 
other reasons might be—would help us evaluate this. 

Senator McCuettan. Would you be willing to weigh these thoughts 
in the next few days, and let us have some expression? 

Mr. Lapp. Of course, Senator. 

Senator McCueuzan. I think maybe there is an area there that 
should reccive a little attention. 

Anything further? 

Mr. McKre. May I give an illustration, Mr. Chairman, of this 
kind of thing. 

Senator McCuetzan. Yes, sir. I am not trying to interrupt you. 
I am trying to get a record here. 

Mr. McKie. There is a possibility that someone may be told, for 
instance, to file this agreement in the Patent Office. I have heard 
of this happening to a lawyer—in which he told his secretary “file 
this.” She did file it, in the office files—the patent attorney’s office 
files, and not the Patent Office file. That was discovered many 
months later. This was completely inadvertent of course. You have 
to rely upon your administrative employces to do this thing. 

Senator McCuenuan. Well, that might be or might not be a case. 
A lawyer has some responsibility of his own to check on his own 
secretarics. You have got to have some—I am not saying that 
wouldn’t justify it. But I am saying I wouldn’t want to do this now 
just to become a catchall, so every little old excuse, every little old 
pretext would be honored. I don’t mean that. But I do mean 
actually some provision there that would enable the Commission to 
accommodate legitimate. meritorious cases. 

Mr. McKie. There is a provision in the law now with respect to 
the filing of amendments or responses to the Patent Office actions, 
sir. There is a 6-month period sect by statute for such responses. 
However, the Commissioner can, upon a showing of due cause, 
reinstate a lapsed application for failure to file the response in that 
time period. This is the type of thing I am thinking about. 

Senator McCuetuan. That is somewhat what I am thinking 
about-—so the door is not absolutely closed, where somebody who has 
suffered or would suffer irreparable injury would have some protec- 
tion against it. 

Anything further? 

Mr. MckKis. Thank you, sir. 
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Senator McCrietran, Thank you very much, 

Any questions, Mr. Counsel? 

Mr. Dinkins. No questions. But we do have several letters com- 
menting on this bill. 

Senator MeCuunnax, Counsel will be directed to arrange the 
letters, and they will be incorporated in the record at this point. 

(The documents referred to follow:) 
(Subsequenily the following was received and ordered printed jn 
the record at this point by the chairman:) 


U.S. DerartMenT or ComMERce, ! 
PaTeNT OFFice, | 
Washington, September 7, 1962.! 


Ifon. Joun L. McCurunan, 
Chairman, Subcommilice on Patents, Trademarks, and Copyrights, 
Committce on the Judiciary, U.S. Senate, Washinglon, De ' 
Drar Senator McCuriian; During the hearing on H.R. 12513 you asked me 
to give consideration to two problems: (1) The need for an express safeguard 
against inadvertent failure to file agreements as required under the proposal, and, 
(2) judicial review of decisions by the Commissioner of Patents with respect to 
the grant of access to filed agreements on a showing of good cause. : 
We have reviewed the bill ag it passed the House and do not believe it has to 
be amended to give additional protection to parties who fail to file agreements, 
particularly since, as I stated in my testimony, the Patent Office intends to notif: 
the parties of the filing requirement. _ j 
Additionally, we believe the Commissioner's discretionary acts are reviewable 
under current law. | 
However, I am attaching a copy of a revision of H.R. 12513 (with propose 
amendments) which would, I believe, take care of both problems without any 
doubt. It has been worked out in cooperation with the Department of Justice. 
It provides an express safeguard for parties who are not notified that they must 
file settlement agreements, and expressly provides for judicial review of any action 
by the Commissioner in granting or refusing access, or refusing to permit filing 
in the eget period following termination of the proceeding as provided for 
in the bill. ! 
She proposed revision requires the Commissioner to give notice in all cases to 
the parties involved a reasonable time before an interference is terminated as to 
vhem so that they can file such agreements or understandings before the termina- 
tion of the interference. If they fail to file before termination, they can still file 
within the following 6-month period on a showing of good cause. However, | if 
the Commissioncr does not notify them sufficiently in advance of termination to 
permit them to file before termination, then they can file within 60 days of receipt 
of such notice without any showing of good cause. In the event the notice was 
seat out after termination but before the 6-month period had clapsed, they could 
file for 60 days after the notice without any showing, and during the remainder'of 
the 6-month pcriod they could do so on a showing of good cause. | 
Turning to the second question, the revised version of H.I. 12513 would assure 
parties that any decision by a Commissioner is reviewable under section 10 of the 
Administrative Procedure Act. i 
The Patent Office would probably handle requests for access to settlement agrec- 
ments as it now handles requests for access to abandoned applications which gre 
not available as a mattcr of course. In the case of these abandoned applications, 
if a party requests access, a copy of the request is sent to the owner of the applica- 
tion and hc is asked to submit any objections he may have to access being granted. 
Thereafter, the Commissioner considers the rcasons advanced by the petition for 
access in light of the objections and, if he is satisfied that good cause has been 
shown, he makes the application available to the petitioner. | 
Under this proposed revision of H.R. 12513, if a party is dissatisfied with the 
Commissioner’s decision, he may obtain judicial review thereof in accordance 
with section 10 of the Administrative Procedure Act. If time is of the essence, a 
temporary restraining order may be sought pending adjudication of the appropriate 
writ. ; 
It would be our intention under H.R. 12513 not only to notify the parties who 
filed the settlement agreements that a request for access had been received but 
also, after deciding that good cause had been shown, provide a reasonable period 
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before the agreement is actually made available during which time the partics 
filing the agreement could seek judicial review of the Commissioner's decision. 
I hope this is responsive to your request. I will be pleased to elaborate on 
these points or provide any other information which you feel would be helpful to 
the committce during its deliberations. ; 
Respectfully, 
Davin L. Lapp, Commissioner. 


Prorosep Reviston or H.R. 12513 


AN ACT to provido for public notico of settlements in patent interferences, and for other purposes. 


Be jt enacted by the Senate and House of Representatives of the United States of 
America in Congress assembled, That section 135[, “Interferences”, J of title 35 
[of the], United States Code, is amended by designating the first and second para- 
graphs thercof as subsections (a) and (b), respectively, and by adding thereto the 
following Eparagraph:] subsection: 

“Nod (c) Any agreemont or understanding betweon parties to an interfer- 

- ence [proceeding], including any collateral agreements referred to therein, made in 
connection with or in contemplation of the termination of the [proceeding] inter- 
ference, shall be [enforceable unless] in writing and a true copy thereof filed in 
the Patent Office before the termination of the [proceedings] tnlerference as be= 
tween éhe said parties[. A truce copy of] fo the agreement or understanding[, in- 
cluding any collateral agreements referred to therein, must be filed: and, if the]. 
If any party filing the same so requests, the copy shall be kept separate from 
the file of the interference, and made available only to Government ugencics on 
written request, or to any person on a showing of good cause. Failure to file the 
copy of such agreement [of] or understanding shall render permanently unenforce- 
able such agreement or understanding and any patent[, ] of such parties[, J involved 
in the interference or any patent subsequently issued on any application[,,] of 
such parties[,] so involved. The Commissioner may, however, on i showing of 
good cause for failure to file within the time prescribed, permit the filing of the 
agrecment or understanding during the six-month period subsequent to the termi- 
nation of the [proceeding] interference as between the parties to [suid] the agree- 
ment or understanding. 

“The Commissioner shall give notice to the parties or thei? attorneys of record, a 
reasonable time prior to said termination, of the filing requirement of this section. 
If the Commissioner gives such notice at a later time, irrespective of the right to file 
such agreement or understanding within the siz month period on a showing of good 
cause, the parties may file such agreement or understanding within 60 days of the 
receipt of such notice. 

“Any discretionary action of the Commissioner under this subsection shall be 
reviewable under Section 10 of the Administrative Procedure Act.’ 


Tue Cuicaco Bar Association, 
Chicago, Ill., July 5, 1962. 
To the Chairman of the Senate Judiciary Committee and the Congressmen From the 
Chicago Area: 

The attached report represents the position of the Chicago Bar Association on 
H.R.11015. It is hoped that this report will be helpful to you in the consideration 
of this proposed legislation, 

Respectfully submitted. : 

i R. H. Carn, Executive Secretary. 


Cuicaco Bar Association Report on H.R. 11015 


H.R. 11015, introduced by Congressman Willis and submitted to the Commit- 
tee on the Judiciary, proposes to amend scction 135 of title 35, United States Code, 
by providing that no agreement or understanding made in connection with or in 
contemplation of the termination of an interference shall be enforcible unless in 
writing and a copy thereof filed in the proceeding before termination thereof. 

In order to more clearly understand the subject matter of this bill, we would 
like to point out that an interference proceeding in the Patent Office is a procedure 
for determining who is the first inventor of subject matter which is being con- 
currently claimed by two or more parties. The interference proceeding is an 
expensive and time-consuming procedure and the parties to such proceedings 
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frequently feel that it is advantageous to settle the question of priority of inventor- 
ship on a more informal and less costly basis than that established by the Patent 
Office. Furthermore, the settlement of an interference between the partics 
generally results in a much earlier issuance of a patent to one of the parties than 
is the ease when the interference proceeding is continued to a finul determination 
by the Patent Office. Generally, a settlement agreement contemplates; an 
exchange of proofs between the partics with respect to their date of conception and 
reduction to practice of the invention claimed, and the party or parties having 
the later dates for their invention concede priority to the party who was first in 
conceiving and reducing the invention to practice. In accordance with the rules 
of practice of the Patent Office, the losing party files a formal concession of priority, 
or abandonment of the contest or invention, with the Patent Office, and the Patent 
Office relies on this document for terminating the interference and ultimately 
issuing the patent to the inventor to whom priority was conceded. The formal 
concession of priority, or other document, becomes a public record serving, under 
the present practice, to notify the public of the probable fact of settlement. 

We are opposed to H.R. 11015 because we believe that the bill (1) serves no 
useful purpose, (2) is an unnecessary invasion of the right of privacy between 
parties with respect to ordinary contract negotiations, (3) adds an unnecessary 
burden and expense to a patentee or applicant involved in an interference, and 
(4) it is further believed that the bill is totally ineffective to accomplish the pur- 
poses stated by the proponents of the bill. | 

As evidenced by the report of the hearings held on June 7, 1962, before; the 
Judiciary Committce of the House of Representatives, the Department of Justice 
advocates the passage of H.R. 11015 as a means for preventing or discovering|law 
violations arising from activities of the parties in the settlement of an interference. 
In this regard, we believe that there is no appreciable number of violations result- 
ing from such scttlement agreements. Moreover, it is almost inconccivable that 
persons conspiring to violate the antitrust laws (or any other law) would) de- 
liberately enumerate contemplated illegal acts in any written agreement. en 
too, such contracts are illegal and unenforceable ab initio, and the penalty pro- 
vision of the proposed bill is, therefore, unnecessary with respect to such agree- 
ments. Accordingly, it is felt that the proposed bill, or any similar bill, would be 
ineffective in revealing those facts which would be of particular interest to the 
Justice Department. We are aware of no instance where an interference settle- 
ment agreement required to be recorded by H.R. 11015 would, if recorded, have 
given public notice of an antitrust law violation. ' 

The Patent Office nlso favors the passage of this bill, apparently on the basis 
that legislation of this type would be some insurance for granting patents to the 
true first inventor. It is believed that no legislation could guarantee this result 
any more than legislation could guarantee thut the person filing a patent applica- 
tion is, in fact, the inventor of the subject matter being claimed. Certainly, the 
recording of a settlement agreement would not reveal that the wrong inventor was 
being named as the first inventor, when tho partics to such agreement know that 
the patent cin only issue to the first inventor according to title 35, United States 
Code, section 102. At the above mentioned hearings, mention was made of 
Precixion Instrument Mfq. Co. v. Automative Maintenance Machinery Co. (324 
U.S. 806, 1945), in support of the bill. In that case, there was an interference 
settlement accompanied by conduct in the nature of subornation of perjury, the 
latter being illegal. Tlowever, the bill’s proponents appcar to have overlooked 
the fact that the bill; if then law, would not havo served to make public the 
conduct found by the court to be illegal but, on the contrary, would only have 
required recording of an apparently innocuous settlement. i 

The committee feels that there is no clear showing of any widespread violation 
of the antitrust ku, ete. through interference settlement agrecments and, in the 
nbsence of such showing, it is unfair to burden ull parties to interferences which 
are settled by agreement with the proposed requirement for recordation and the 
uccompanying public exposure of information which is ordinarily perfectly legal 
and valid in nature, but which is considered to be a matter of private concern. 
Indeed, it is felt possible that some persons might avoid settlement of interferences 
simply because of the provisions of this bill, if such bill were enacted. This would 
moun, of course, that more interferences would be carried through to a hearing 
und an decision by. the Board of Interference Examiners, thereby increasing the 
lond on the Patent Office, adding to the expenses of the parties involved, and 
unnecessarily delaying issuance of the patent. | 

It is believed that there is no more reasonable basis for compelling the recorda- 
tion of interference settlement ugreements than any other type of contract 
entered into between persons having ordinary business dealings. ' 
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The following amendments have been proposed by the Departinent of Justico 
and approved by tho Commissioner of Patents with respect to H.R. 11015: 

(a) “Fuilure to file such agreement or understanding shall render any patent 
issued on any application involved in the interference unenforceable. Tho Com- 
missioner shall, howover, on a showing of good cause for the failure to file within 
the time prescribed, permit the filing of the agrecmont or understunding during 
the six-month poriod subscqucnt to the termination of tho interference proceeding, 

(b) “Each of the parties to any agreement or understanding as specificd above 
shall forfcit and pay to the United States a civil penalty of not more than $5,000 
for failure to file such agreement or understanding. Such penalty shall accrue 
to the United States and may be recovered in a civil action by the United States.” 

The committce is opposed to both of the foregoing amendments. 

With respect to paragraph (a), it is the fecling of the committee that in any bill 
of this type it would be harsh and unfair to render a patent unenforceable for 
failure to file the agreement. There is always the chance that such agreement 
might not be recorded through’some inadvertence or mistake, and to penalize 
the patentee in the proposed manner, purticularly in situations where the scttle- 
ment is entirely and clearly valid, would be unduly harsh. Furthermore, the 
G-month period of grace would not remedy the situation. If the parties to the 
interference neglected to file the agreement before the termination of the inter- 
ference through accident, ctc., it is unlikely that they would have any cause to 
remember to do so and take the necessary steps within the 6-month period. 

With respect to paragraph ()) above, aguin it is felt that there is an opportunity 
for too harsh treatment toward a party who has in fact violated no other law of 
the United States than than requiring recording of the settlement agreement. 
While it is perhaps true that most courts would not require the full penalty of 
$5,000 in such instances, the existence of such extreme penalty provides a statis- 
tical possibility that should not exist. 


f Cincinnati 2, Onro, August 13, 1962. 

Hon. Joun L. McCreuvan, 

Chairman, Senate Judiciary Subcommilice on Patents, Trade-Marks, and Copy- 
rights, Senate Office Building, Washington, D.C. 

Dear Sir: It is my understanding that H.R. 12513 has been reported favorably 
to the House Committee on the Judiciary, and is now on the House Consent 
Calendar. I assume that this or an equivalent bill will be considered by your 
committee. 

I have read the bill carefully and in my opinion the same would not prejudice 
bona fide settlements, and consequently I sce no sound objection to it in principle 
other than it tends to qualify the rights of a patentee or his assignee which recent 
legislation has alrcady limited in various respects. I am therefore not in favor 
of the legislation in principle but for the reasons stated I sec no great objection 
to it. 

I would like to point out, however, that the provision tending to penalize failure 
to file a copy of a settlement agreement by rendering the patent unenforceable is 
much too stringent. This should be limited to the claims in the interference, not 
the entire patent. This could be corrected by changing the words “patent” in 
each of lines 8 and 9 of page 2 of the House bill to “claims.” : 

As you may know, the issuc of an interference is defined by counts which cor- 
respond to claims in the applications or patents that are involved. When aon 
interference is decided or settled, priority on these counts or claims is awarded to 
one of the partics or the other party withdraws in some fashion or concedes 
priority to his opponent. é ; 

The result is that these particular claims become officially the claims of the 
patent of the winning party. Should there be any impropriety in a scttlement 
involving any such claims, the impropricty should affect only these claims and 
should not affect other claims which were not in dispute at all. 

I am sure that if the provisions of the bill were modified to limit it to the actual 
issues involved in settlements, there would be much less opposition to it. 

Very truly yours, 
Avpen D. Reprrevp. 
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MINNEAPOLIS-HONEYWELL Recuiaror Co., 
AERONAUTICAL Division, | 
Minneapolis, Minn., August 16, 1962. 
Senator Jonn L. McCue uuan, | 
Subcommittee on Patents, } 

U.S. Senate, Washington, D.C. : 

Dear Senator McCvewvan: In connection with any Senate bill you! may 
have corresponding to H.R. 12513, I would like to give you my views. | 

No particular difficulty is scen in registering patent interference settlement 
agreements and, speaking for mysclf, this scems entirely proper. The registration 
as proposed by the House has features, however, that secm questionable. While 
it is understood laws are not normally retroactive, this one would tend to, have 
that effect to a degree. The registration is required: before termination of an 
interference but the agreements for settlement of an interference are normally 
made soine time before termination, Thus, we generally expect to enter into 
such an agreement immediately after the motion period is concluded and the 
issues of the interference have been determined. Thereafter, under a settlement 
agreement, there is generally a period during which we informally compare proofs 
and, if the case is clear and straightforward, the matter is cleared up in a short 
time. However, if the proofs scen are not conclusive, then we may try to get 
together on a stipulation to be presentcd to the Patent Office. Preparing the 
stipulation takes some time and the Patent Office has, in the past, taken about 
a year to consider the stipulation. If we are unable to agree on a stipulation, 
then the normal procedure is to take testimony in the usual course and this ‘takes 
its share of time plus the delay of the Office in issuing a decision after the final 
hearing. Thus an agreement made months or: even years prior to a new law, 
and not made in contemplation of a registration requirement, must be pegieseced 
One other uncertainty arises and that is whether or not the decision of the Board 
of Interference Examiners terminates the interference or is it proper to consider 
the interference as continuing until the time for appeal has expired? I cannot 
get too disturbed about any of these considerations and yet there is an element 
of uncertainty in the bill as now approved by the House. ; 

It is my understanding that the purpose of registration is to give the Govern- 
ment people the chance to scrutinize the agreements and take any further'steps 
they doem desirable. I see nothing wrong with the agreements being available 
to the Government but the House bill permits disclosure of the agreements “‘to 
any person on a showing of good cause’; I object to this latter provision on. 
principle and would like it deleted. se 

Although it is understood that this registration requirement:does not effect any 
actual change in law as relates to settlement agreements, there is possibly an 
implication that the Justice Department views these matters more seriously now 
than before. While I have secn nothing indicating that a normal straightforward 
_ Settlement agreement cither with or without a cross-license provision is bad, it 
takes two to make an agreement. * In some cases in the past, it has been difficult 
to get parties to enter into such an agreement because of thcir suspicion of anti- 
trust difficulties and the present requirement seems calculated to increase! such 
worries, : 

For the reasons above, I would like to see some guidelines issued by the Congress 
indicating what they believe is proper in such agreements. This would tend to 
complicate this matter to some extent but I believe it would be worth while. I 
would be content with a statement such as ‘‘All interference agreements’ shall 
provide for a determination of priority based on U.S. patent law and the/ rules 
of practice and no such agreement shall be considered unlawful because of a 
free cross license of the common subject matter of the interfcrence.”’ ! 

_ Interference settlement agreements should be encouraged because they! save 
time and expense for both the parties involved and the Patent Office and! they 
result in proper acanes as dependably as with the regular Patent Office pro- 
ceedings.: As indicated above, the normal agreement provides for the Patent 
Office scitling disputed matters. Cees 

Yours truly, | 
Ny Lamonr B. Koontz, | 
Attorney, Aero Patent Department. 
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Horton, Davis & McCa.es, 
Chicago, Ill., August 24, 1962. 
Re Willis bill H.R. 12513 re recording of settlements in interferences. 


Hon. Joun L. McCuevuan, 
Chairman, Subcommittee on Patents, Trademarks; and Copyrights of the Committee 
on the Judiciary, U.S. Senate, Washington, D.C. 

Dear Senator McCuetuan: I have been practicing law for more than 35 
years, and have specialized for a number of years in patent infringement trial 
work. In my practice I have represented large corporations, small companies, 
and individual inventors and do not represent any special interests except a 
general belief in the soundness of our patent system and the inherent honesty of 
individuals including the businessmen. 

I have carefully considered the Willis bill, H.R. 12513, and it seems to me that 
the proposal would be most harmful and would have almost the opposite results 
from that which the proponents think would be good for the country. 

The provisions added at the suggestion of the Department of Justice, that the 
patent issuing as the result of interference procecdings which have been settled 
between the parties shall be unenforceable unless the settlement agrecment is 
filed as a part of the record, presupposes that the great majority of such scttle- 
ments are entered into for the purpose of restricting competition or for suppressing 
the truth which might otherwise invalidate the patent. I think that such a sup- 
position is a far departure from the truth. 

While there may have been instances where interferences have been settled 
with a wrongful purpose in mind, I have never encountered any such situation 
in all of,my years of practice. I have many times been representing the defense 
in actions involving patents which resulted after interference procecdings, and 
I have never had any difficulty in obtaining under appropriate discovery rules 
and court procedure all pertinent documents, such as interference settlement 
agreements which were proper for production and had a bearing upon the issucs 
involved in such litigation. 

To provide that a patent shall be invalid or unenforceable unless a settiement 
agreement is filed if the patent resulted from settlement of an interference will, 
in my opinion, make it almost impossible to dispose of interfererce proccedings 
-by settlement. I think everyone recognizes that making public the provisions 
of license agreements involving patents is not in the public interest and is only 
in the interest of companies and individuals who scek to infringe patents and 
wish to find some leverage for compelling the grant of a license on novel terms 
from the patent owner. If license agreements and royalty provisions are avail- 
able to competitors, infringers can measure quite accurately the means which a 
patent owner may have to enforce his patent rights, and infringers are the type of 
people who endeavor to make patent litigation so expensive as to permit them to 
copy valuable inventions with impunity. 

As you know, it was proposed in 1950 or therezbout that all license agreements 
affecting patents be recorded for public inspection. Both the House committce 
and the Senate committce studied that proposal and heard many witnesses on 
it and came to the conclusion that it was not in the public interest to require the 
recording of license agreements, and the proposed legislation was rejected in 
committee. y 

The Willis bill is a reopening of the same question previously studied. Inter- 
ference proceedings when settled are for the greater part upon the busis of an 
exchange of licenses between the parties. If licenses granted in settlement of 
such proceedings are to be opened for public inspection, then it is just as reason- 
able to believe that all license agreements should be recorded. 

Interference proceedings are expensive and long drawn out and take up a great 
deal of time of Patent Office personnel, as well as of the parties to the interference. 
It is in the public interest that questions of priority involved in interference pro- 
ceedings! be settled by agreement freely rather than that restrictions be placed 
thercon. 

I believe that if the Willis bill should become law parties to an interference 
would nat arrive at scttlements because of the requirement that settlement agree- 
ments*be recorded, and as a result the issuance of the patents would be deferred, 
in effect’ extending their terms, and the Patent Office personnel involved in such 
proceedings would have to be greatly multiplied. 
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I can think of no benefit which would result from the Willis bill which is not 
already available to a properly interested party under appropriate judicial pro- 
tection under discovery proceedings now available. , ' 

I believe the Willis bill should be rejected. 

Respectfully, 4 


| 
Warren C. Horton 


ry 


Bautuurr & McKrIney, 
Detroit, Mich., August 28, 1962. 


Re Willis bill, H.R. 12513, re recording of scttlements in interferences. i 


Hon. Jonn L. McCueuvan, 
Chairman, Subcommitte. on Patents, Trademarks, and Copyrights of the Committee 
on the Judiciary, U.S. Senate, Washington, D.C. 5 : 

Dear SENATOR McCuEuban: As a practicing patent lawyer for many years, I 
submit the following objections and comments with respect to the above, bill 
which I understand is now before the Patent Subcommittee on the Judiciary, 

This bill proposes permanently to bar enforcement of a patent for failure to 
record the interference settlement, and thus provides a drastic penalty for what 
may ‘well be of little or no injurious consequences to anyone. If there is jany 

- necessity for a measure such as this, and I know of none notwithstanding) the 
recent Senate hearings, would it not be more reasonable and fair to permit the 
courts to determine whether failure to record such a settlement was a misuse 
which would bar enforcement of the patent, as the courts have done in other 
cascs where a misuse has been shown? ; ' 

At present the patent law contains no mandate requiring recording of |any 
patent agreement (see 35 U.S.C. 261), and no reason is evident why the drastic 
remedy proposed is now required. The preliminary draft of the “Proposed 
Revision and Amendment of the Patent Laws,” printed for the use of the Com- 
mittee on the Judiciary, House of Representatives, in 1950, which was then 

considering revision of the patent laws, contained a milder proposal (sec.; 67) 
requiring the recording of all patent licenses and agreements. A copy of ‘this 
rejected section 67 is submitted herewith. | 
However, the Patent Act of 1952 which was enacted after consideration of 
many proposals by the Senate and the House contained no mandatory provision 
regarding the recording of patent agreements, and nothing has transpired in' the 
meantime which would ‘reasonably justify the enactment of H.R. 12513. The 
Precision Instrument case (1945), 324 U.S. 806, cited in the report of Aprili 30, 
1962, of the Department of Justice to Hon. Emanuel Celler, concerning this 
pending measure was very likely considered in connection with the above referred 
to section 67. Under the rule enforecd by the Supreme Court in the Precision 
Instrument case (with Justices Roberts and Jackson dissenting) interference 
settlement agreements tainted with fraud or inequity render the patents thereafter 
procured permanently unenforceable. The proposed measure therefore adds, to 
the established law the requirement for recording and prescribes the drastic 
penalty, not for fraudulent or inequitable settlement agreements, but rather for 
failure to record. In view of the present refusal of the courts to enforce patents 
tainted with misuse, it is unrealistic to assume that many, if any, are going to 
make any patent interference settlement that could in any reasonable manner be 
construed as an abusc of the patent system or a violation of the antitrust laws. 
The proposed measure would discourage interference settlements, and thus runs 
counter to the prevailing philosophy behind all litigation that it is preferable to 
settle than to.fight it out. 5 : I 
Agreements such as those contemplated in the proposed legislation must be 
produced under the discovery practice of the Federal Rules of Civil Procedure 
available to any defcndant in any patent infringement suit, and no reason is 
evident why the recording of such agreements is nceded for the benefit of the 
Government. Obviously the recording of such agreements and the study thereof 
would require more Federal employees and more governmental expense, as well 
as more expense to a patent owner, with little or no reasonable prospect of lad- 
vantage to anyone. Patent interferences become a matter of public record after 
the issuance of the patent application accorded seniority, and it is now possible 
for the Department of Justice, if it so desires, the examine the records of such 
interferences and determine those which have been settled and to investigate 
such settlements. i 
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Securing and enforcing a patent is difficult enough, particularly for individuals 
and small business concerns, without adding to the hazards the drastic remedy 
proposed in H.R. 12513. In addition to its harshness, the language of the pro- 
posed measure is exceedingly broad and ambiguous, and bears the carmarks of an 
overzealous approach to the problem, if indeed there is any problem. If applied 

: to existing patents, and there is nothing excluding them, it would ex post facto 
Jnvalidate many. 

In view of the foregoing and the fact that at most the measure would apply to 
not more than about 2 percent of the patents, it is my conviction that the matter 
is not of sufficient importance or need to warrant adoption. In the absence of 
any real showing of any necessity for legislation such as this, it is respectfully 
submitted that there is no reasonable justification for encumbering the patent 
system with punitive legislation of this character, or for singling out agreements 
of this kind as requiring special surveillance by the Department of Justice. 

: Very truly yours, 
° E. J. BAvuuUFF. 


Excerrt From Proposep REvisioN AND AMENDMENT OF THE Patent Laws— 
Previminary Drarr Witu Notes 


(Printed for the use of the Committco on tho Judiciary, Ilouse of Representatives, 1950) 


§ 67. Recording license agreements 

(a) Every license under a patent or application for patent and every agreement 
with respect to the same shall be in writing and shall be recorded in the Patent 
Office within three months from the execution thereof 2s provided by this section. 
Nothing in this section shall require the recording of any license or agreement to 
which the United States is a party, or which is made solely for the benefit of the 
United States, nor shall this section apply to licenses, contracts, or estoppels as 
may be created or implied by law or may arise from the conduct or relationship 
of the parties. 

(b) A'true and complete copy of the instruments referred to in paragraph (a) 
shall be recorded, except that where a uniform type of agreement, license, or other 
instrument is employed, the recording of a copy thereof, together witit a statement 
setting forth the names of all the parties to any such uniform type of instrument, 
may be recorded in licu of each separate instrument, and an abstract of any in- 
strument required to be recorded by the provisions of paragraph (a), showing the 
date thereof, the nature of the instrument, the names of all the parties involved 
therein, the patents or applications involved or affected thereby, and the nature 
and scope of any conditions other than exclusively pecuniary, may be recorded in 
lieu thereof, under such rules and regulations as muy be prescribed by the Com- 
missioner of Patents, subject to the filing of a complete copy within three months 
from the date that demand for the same is made by the Commissioner of Patents; 
upon failure to file such complete copy within the time specified, the instrument 
shall be deemed not recorded under paragraph (a) hereof. 

(c) Any party to any instrument specified in paragraphs (a) and (b) hereof may’ 
record the same. Where the partics to any such instrument are residents of the 
United States and residents of a foreign country, the residents of the United States 
shall be liable for the recording of the same. U 

(da) Licenses and agreements recorded under this section shall not be open to 
public examination and inspection unless requested by the party recording the 
same, but shall be made available for examination, copying, and inspection only by 
duly authorized officers of the United States Government for governmental pur- 

ses only. 
ro) Failure to record any instrument required to be recorded by paragraph (1) 
of this section, with the intent to conceal any material term thereof, shall subject 
the violator to 2 penalty of not more than $500 for cach such offense, and not more 
than $25 for each day for the continuance thereof, which shall accrue to the United 
States and may be recovered in a civil action brought by the United States. 

(f) If any instrument required to be recorded by this section is not recorded as . 
provided herein, no suit based on the agreement or any default or violation thereof 
may be ‘maintained during the speciod the agreement remains unrecorded nor may 
any recovery be had for any default or violation of the agreement during such 


period. 
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Harnxss, Dickey & Pierce, 
Detroit, August 30, 1962, 


Re H.R. 12513. The Willis bill, requiring recording of interference settlement 
agreements (on penalty of invalidation of all patents involved). i 
Hon. Joun L. McCurnuan, . j 
Chairman, Subcommittee on Patents, Trademarks and Copyrights of the Committee 
on the Judiciary, U.S. Senate, Washington, D.C. | 
My Dear Senator McCuen.an: This is written out of a strong conviction 
that. the proposed bill, above referred to, is fundamentally unjust and would do 
great harm to the incentive value of our patent system. ‘ 
Troponents of this bill are undoubtedly motivated by a desire to assist the 
Justice Department to gain access to material which might relate to activities 
in restraint of trade. Of the thousands of such settlement agreements, however, 
only a tiny percentage could relate to any such improper activity. The valuciof 
such a bill as a source of evidence is therefore extremely doubtful, but many honest 
people would undoubtedly fail to file agreements made in settlement of such con- 
troversies. Under the bill their patent rights would, for such failure, be wiped 
out, automatically. This is not only a terrible and confiscatory injustice, but/is 
totally unnecessary, in view of other aspects of the law which amply protect the 
* public interest. I know you agree that it is important to maintain the security 
of legitimate property rights, including the right. of the people to freely contract, 
and to settle their controversies without the imposition of automatic penalties. 
As others have probably, pointed out to the committee, the existing law is such 
that persons who settle interferences do so at peril of losing their rights if for any 
reason the settlement is either erroneous or a part of an unlawful activity. The 
courts can and.do declare invalid patents which are granted to a wrong party 
on account of any svch settlement agreement. The courts can ‘and do consider 
such agreements from the standpoint of any impropriety, including antitrust. 
In proper proceedings and with a due showing of the propricty of so invading the 
private rights and dealings of the parties, such agreements are regularly and 
readily made available to the Justice Department and are considered by the 
courts, which, under the present system, guard the people against injustice. As 
we all know, however, the courts do inflict such penalties, but only upon a show- 
ing that they are in fact just and warranted. ; 
It is respectfully submitted that the proposed bill should be rejected. ! 
Sincerely yours, 


Joun C. L. Cowen. 
| 


AuToMOBILE Manvuracrurers Association, INC., f 
Detroit, Mich., August 31, 1962. 
Hon. Jonun L. McCueutan, i 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights; Committee on 
the Judiciary, U.S. Senate, Washington, D.C. i 
Tlonorasie Sir: The Patent Committce of the Automobile Manufacturers 
Association, Inc., which includes in its membership the manufacturers, both large 
and small, of well over 90 percent of all passenger automobiles, trucks, and buses 
produced in the United States desires to registcr its opposition to the provisions 
of H.R, 12513 which would require filing of patent interference scttlement agree- 
ments in the Patent Office. | 
The bill, as passed by the House of Representatives, would also open such 
files to inspection by any Government agency on written request. In addition, 
it would render unenforceable any patent resulting from such proceedings in the 
event of failure to file a copy of the agreement as required. - ! 
It is the view of the AMA Patent Committee that such legislation is com- 
pletely unwarranted and unnecessary, and represents a serious encroachment 
upon the rights of individuals to enter into contracts without Government 
interference. \ 
Report No. 1983 of the House of Representatives, which accompanied H.R. 
12513, states that this legislation was introduced to implement a recommendation 
made by the President in his consumer message to Congress on March 15, 1962, 
wherein the President stated that patent interference settlement agreements 
“may include features designed to weaken future competition at the-expense of 
the consumer”. It is the contention of the AMA Patent Committce that special 
legislation, such as the bill in question, is enirely unnecessary for the reason that 
tho details of any such agreements can readily be exposed by the use of existing 
discovery procedures, i 
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Moreover, H.R. 12513 is not sufficiently clear as to the types of agreements, 
copies of which are to be filed in the Patent Office. This lack of clarity will not 
only create confusion, but will tend to impede the possibility of timely settlement 
of interference proceedings. In addition, a fruitless overburdening of the Patent 
Office will result. 

In view of the lack of clarity as to the types of agreements involved, the penalty 
for failure to file copies, which would according to the provisions of the legislation 
render unenforceable any patent resulting from such proceedings, is extremely 
harsh, discriminatory, and unwarranted. 

It is respectfully requested that this statement be included as a part of the 
record of the hearing by the Subcommittee on Patents, Trademarks and Copy- 
rights of the Judiciary Committee of the U.S. Senate, scheduled for Tuesday, 
September 4, 1962. 

Respectfully submitted. 

i W. L. Scuerer, 
Secretary, AMA Patent Committee. 


\ Tue New York Patent Law Association, 
New York, N.Y., September 6, 1962. 
Re H.R. 12513, requiring filing of settlements in patent interferences. 


Hon. Joun L. McCvreuvan, 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights, Committee on 
the Judiciary, Senate Office Building, Washinyton, D.C. 

Dear Senator McCue van: It was, unfortunately, impossible for a: witness 
to appear on behalf of the New York Patent Law Association before your sub- 
committee at the hearing on Tuesday, September 4, relating to the above identi- 
fied bill. In lieu of a personal appearance, we submit the following comments 
which we hope will be of assistance to the subcommittec. 

The association is opposed to passage of H.R. 12513 because we do not. believe 
that adequate evidence has been presented to the Congress of the need for such 
legislation and also because we do not believe that the provisions of the bill 
would accomplish its intended purpose, viz, to “make it more difficult for patent 
applicants and owners to use an interference settlement agreement as a means of 
secretly violating the antitrust laws’’ (H. Rept. 1983, p. 1, $7th Cong., 2d sess.). 

Patent interferences are proceedings instituted by the Patent Office after it 
has determined the existence of patentable subject matter common to the appli- 
cations or patents of two or more partics. A private agreement settling such an 
interference does not result in the abdication by the Patent Office of its function 
of determining the existence of patentable invention, but merely facilitates the 
award of priority of invention (the winning party must yet satisfy the Patent 
Office that the subject matter is patentable to him) without the necessity of a 
long and arduous administrative proceeding. Such an agreement eases the 
burdens on an already overburdened Patent Office stalf and permits the carlier 
grant of a patent with its concomitant disclosure to the public. 

Improper interference settlement agreements are, under present law, made at 
the peril of the parties. If such an agreement resuits in an award of priority to 
one who is not the original inventor, the subsequent patent is invalid. If such 
an agreement is made pursuant to an illegal conspiracy or combination, the 
patent would be subject to a “misuse’’ defense and could not be enforced. Hence, 
whether or not a settlement agreement based on illegal activitics is filed, the 
resulting patent would be unenforcible; and the factual circumstances could be 
determined in appropriate proceedings by the established rules of discovery. 

The proposed legislation would tend to discourage private patent interference 
settlements, since, as noted below, parties would be réluctant to file agreements 
containing confidential information such as license royalty rates and other terms 
which would be available to compctitors upon some unknown showing of good 
cause. Rather, parties would tend to prosecute interferences to final decision, a 
time-consuming procedure which is extremely expensive for the parties and the 
Patent Office as well as the public, since the grant of the patent is thereby délayed. 

The hearings on H.R. 12513 did not evidence any substantial use of interference 
settlement agreements for the purpose of unlawfully restricting competition. 
Indeed, the only specific finally adjudicated instance of the misuse of such an 
agreement, referred to in the hearings and in the report (H. Rept. 1983) of the 
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Ifouse Judiciary Committee, occurred in Precision Instrument Manufacturing 
Co, ct al. v. Automotive Maintenance Machinery Co., 324 U.S. 806 (1945), in which 
the abuse in question, suppression of perjury, would not have been disclosed even 
were the agreement filed in accotdance with H.R. 12513. Hence. in the absence 
of evidence showing a substantial need for the proposed legislation and in the light 
of its possible adverse effects on the salutary voluntary settlement of patent inter- 
ferences, we submit enactment of the bill is unjustified. | 

~We would also invite the subcomndittee’s attention to the fact that interference 
settlement agreements are merely formal documents conceding priority of inven- 
tion to another party, without necessarily setting forth the attendant circum- 
stances from which they arise. Such agreements would not reveal the existence 
of improprieties, as indeed the agreement in the Precisior Instruments case, supra, 
did not. . | 

Passing to the particular provisions of H.R. 12513, we should like to raise 
specific objections to the bill’s provisions (a) making the copy of the settlement 
agreement available “to. any person on a showing of good cause”, and (b) rendering 
any patent, of the agreeing parties, involved in the interference or issuing on an 
application involved in the interference, “permanently unenforcible’”. H 

"he former provision, which we recognize was inserted to “preserve a degree of 
confidentiality of agreements” (H. Rept. 1983, p. 2), is unduly indefinite in requir- 
ing a showing of “good cause.’’ Since there is a substantial danger that access 
to settlement agreements may be sought by private parties as a means to uncover 
legitimate trade secrets of the contracting parties, e.g., license royalty provisions, 
the “good cause’”’ should be more particularly sct out in the proposed legislation, 
as by requiring that there be pending litigation involving one or more of the 
parties to the agreement and the party seeking to inspect the same, relating to the 
interfering subject matter. f 

The second provision would render the involved patent of a party to the sdttle- 
ment agreement totally unenforcible if the party fails to file a copy of the agree- 
ment, even if such failure is inadvertent. The invalidity would extend to claimed 
subject matter in such patents which was not germane to the interference as well 
as to the interfering subject matter. We believe that it would be improper to 
declare patent claims directed to noninterfering subject matter unenforcible 
mercly by reason of the failure to file a paper relating to the interference. This 
objection, we note, could be obviated by inserting, on page 2, line 7 of the draft 
of the bill, the words “‘as to the interfering subject matter” after the word 
“anenforcible.”” ; 

In summary, we are opposed to enactment of H.R. 12513, as we belicve' the. 
necessity for its enactment and its suitability for accomplishing its stated purpose 
have not been satisfactorily demonstrated. Rather, we believe the bill, if enacted, 
would tend to discourage the private settlement of patent interferences and thus 
produce prolonged expensive proceedings which would be adverse to the interests 
of the interferants, the Patent Office and the gencral public. Secondly, we believe . 
that particular provisions of the proposed bill would encourage “‘fishing expedi- 
tions” seeking to uncover and exploit legitimate trade secrets of the contracting 
parties, and render unenforcible patent rights which may be wholly unrelated to 
the interference and the private settlement agreement thereof. | 

Very truly yours, i 
Cyrus S. Haraoop. 


PLEASANT RipGE, Micu., September 6, 1962, 
Re H.R. 12513, the Willis bill requiring recording of interference settlement 
agreements on penalty of invalidation of all patents involved. i 
Hon. Joun L. McCueuran, i 
Chairman, Subcommittee on: Patents, Trademarks, and Copyrights of the Committee 
on the Judiciary, U.S. Senate, Washington, D.C. ae 
Dear Senator McCueuvan: As a patent attorney, for many years in corporate 
peace, I would like to present for the committee record my personal views on 
js bill. 5 
This bill proposes to initiate a fundamental departure from the normal relation- 
ship between our Government and its business people. There is no reason why 
interference settlement agreements should be singled out for recording with the 
Government, since all business agreements, such as purchase and sales agreements, 
could relate to improper activity. A i 
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The bill would make it much more likely that competitive business interests 
could obtain information about these agreements. The Government agencies 
are not required, under the bill, to maintain secrecy and the Commissioner of 
Patents is only given a vague instruction, ‘for good cause,” to determine who can 
obtain these agreemmcnts. Thus, an American inventor or his firm before settling 
un interference proceeding to reduce the cost to the inventor and the U.S. Patent 
Office, would have to weigh the value thus derived against the possible loss which 
would occur if a competitor obtained information on the interference settlement 
agreement. The knowledge of a prior agreement of this nature would surely be 
used by American and foreign competitors as a lever to pry more liberal conces- 
sions from American business. 

This is a high price to pay merely to provide our Government agencies with 
an alternative method of obtaining this information. It is inconceivable that 
any settlement agreement, whether recording is required or not, would contain 
any illegal provision, since the Government and any litigant can obtain these 

_ agreements in a proper proceeding. Even the agreement in the Precision Instru- 
ment case, 324 U.S. 806, cited by the Department of Justice in their support- 
ing statement has no hint of improper action. It would seem‘that the Govern- 
ment could obtain the few desired agreements in the manner now available at 
less cost than the cost of recording and reviewing all interference settlements. 

The proposed bill is also unnecessarily vague as to its application and could 
possibly be interpreted to apply to prior agreements to ex post facto invalidate 
many patents. 

Thus in my opinion this bill would create an unnecessary expense and burden 
on the American people without a significant gain for the objectives of the De- 
partment of Justice. 

Very truly yours, 
A. M. Herter. 


BrrmincHam, Micu., September 7, 1962. 


Re H.R. 12513, the Willis bill, requiring recording of interference settlement 
agreements. 
Hon. Joun L. McCuietran, 
Chairman, Subcommittee on Patents, Trademarks, and Copyrights of the Committee 
on the Judiciary, U.S. Senate, Washington, D.C. 

My Dear Senator McCeutan: As a patent attorney of many years’ experi- 
ence, ddéth in corporate and private practice, I strongly oppose the above-identified 
Willis bill as unnecessary and unwarranted. ; 

Agreements of the type referred to in this bill are entered into in almost all 
cases for the purpose of reducing the expense and time involved in prosecuting 
interferences to a conclusion. Interference proceedings can be very costly when 
carried through the various phases to completion and many inventors are unable 
to pay the cost thereof. Such high costs and timc-consuming efforts also are. 
unwarranted especially in cases where the inventions involved are not of great 
value from a monetary standpoint. Thus the only proper remedy in a majority 
of cases is to scttle the interference amicably between the parties. To cause the 
inventors to file their interference scttlement agreements with the Patent Office 
imposes an undue burden upon them and may even discourage such amicable 
settlements. It also seems to be unjust to impose such severe penalties on the 
inventors for not filing such agreements even though the failure to file may have 
been caused by inadvertence or mistake. 

The fact that there may have been a few instances where some ulterior motive 
has prompted such scttlements, does not present a situation so grave as to justify 
subjecting every inventor to the inconveniences and penalties imposed by the 
above bill. Any information that would be contained in the Patent Office files 
of interference settlement agreements could be obtained by discovery if the parties 
to any such agreements were suspected of some illegal practice. Where this is 
not the case, any law that would permit examination of agreements or other 
personal papers of one person by another without his authorization would, in my 
opinion, constitute an unjust encroachment upon the recognized rights’ of indi- 
viduals. =" 

Seaotien objection to the above bill is the high cost of administration thercof 
as there must be thousands of interference settlement agreements entered into each 
year. I feel that any unnecessary legislation that would increase the cost of 
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operation of the Patent Office or any other bureau or department should be strenu- 

ously objected to, especially in view of the constant efforts being made to raise 
additional funds to defray the present cost of operation of the Government. | 

For these reasons I strongly oppose the above bill and request that this letter 
be included in the record of the hearings held in connection therewith. 


Respectfully submitted. i 
Cary F. Sresz. 


(Whereupon, the subcommittee proceeded to the consideration of 
another bill.) 


21132, 


REQUIRING FILING OF SETTLE- 
MENTS IN PATENT INTERFER- 
ENCES 


—_— 

Mr. TOLL. Mr. eocoent T ask unani- 
mous consent to take from the Speaker's 
table the bill (H.R. 12513) to provide for 
public notice of ‘settlements in patent 
interferences, and for other purposes, 
with an amendment of the Senate there- 
to and agrce to the Senate amendment. 


The Clerk read the title of the bill. 


The Clerk read the Senate amend~ 
‘ment, as follows: 

Strike out all after the enacting clause 
and insert “That ecction 135 of title 35, 
United States Code, is amended by designat- 
ing the first and second parngraphs thercot 
ns subsections (a) and (b), respectively, and 
by adding thereto the following subsection: 

“*(c) Any agreement or understanding 
between partics to an interference, includ- 
ing any collateral agreements referred to 
therein, mado in connection with or in con- 
templation of the termination of the intcre 
ference, shall be in writing and a truc copy 
thereof filed in the Patent Ofice before the 
termination of the interference as between 
the said parties to the agreement or undere 
standing.: If any party filing tho samo 80 
requests, the copy shall be kept scparate 
from the fle of the interference, and mado 
fvallable only to Government agencies on 
written request, or to any person on a show- 
ing of good cause. Failure to file the copy 
of such agreement or understanding shall 
“render permanently ‘unenforceable such 
agreement or understanding and any patent 
of such partics involved in tho interferenco 
or any patent subsequently issucd on any 
application of such parties so involved. Tho 
Commissioner may, however, on a showing of 
good cause for failuro to file within tho 
timo prescribed, permit tho dling of tho 
agreement or understanding during tho six- 
month period subsequent to the termination 
of tho interference as between the parties to 


_ the agreement or understanding. 


. 


“"Thne Commissioner shall give notice to 
the partics or thelr attorneys of record;,o 
reasonable time prior to said terminations 
of the Sling requirement of this section. Ir 
the Commissioner gives such notice ot a 
later time, irrespective of the right to dle 
. such agreement or understanding within the 
~ six-month pcriod on a showing of good cause, 


the partics may file such agreement or une. 


, derstanding within sixty Gays of tho receipt 
* of auch notice. 


“*Any discretionary | action of the Come 


“missioner under this subsection shall bo roe. 


viewable under section 10 of the Adminis- 
trative Procedure Act.’ 


Mr. McCULLOCH' (during the read- 
ing of the Senate amendments). Mr. 
Speaker, I ask unanimous consent that 
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the further reading of the amendments. 
be dispensed with. 

The SPEAKER. 
it is so ordered. 

There was no objection. 

The SPEAKER. Is there objection to 
the request of the gentieman from 
Pensylvania (Mr, Torn)? 

Mr, McCULLOCH. Mr. Speaker, re- 
serving the right to object, and we will 
not ultimately object, I reserve the right 
to object so that the member of our com- 
mittee, the abie gentleman from Penn- 
syivania, can give us a full explanation 
of the amendment. 

Mr. TOLL, Mr. 
genticman yicld? 

Mr. McCULLOCiI. TL yield to the gen- 
2eman from Pennsylvania (Mr. Torr]. 

Mr. TOLL. Mr. Speaker, this bill, 


Without objection, 


Spenkor, will tho 


would make it more difficult for patent 


applicants and owncrs to use an inter- 
Terence settlement agreement as a means 
of sceretly violating the antitrust laws. 

The purpose of the bill is to amend the 
patent laws to require the fling in the 
Patent Office of agreements settling’ 
When 
two or more applicants claim substan- 
tially the same inyention an interference 
4s declared in order to determine which 
applicant is entitled to priority. Intcr- 
Zerenee proceedings may be terminated 


‘ino manner hostile to the public in- 


ae 


terest by using patent interference sct- 
tiement agreements as a means of re- 
Stricting competition. To make such a 
practice more difficult the bill requires 
the filing of such agreements in the 
Patent Office. ° 

The Sonate amendments merely ree 
quire the Commissioner of Patents to give 


the partics timely notice of the filing 


requirements and provide that the Com- 
missioncr's discretionary action shall be 
reviewable, 

Mr. McCULLOCH. Mr, Speaker, the 
amendments are germane to the bill.- 
That is unanimously agreed to; and the. 
amendments are not objected to by any 
members of the committee so far as I 
know. - : 

The SPEAKER. Is there objection to 


“the request of the gentleman from 
* Pennsylvania? 


There was no objection. 

The Senate amendments were con- 
curred in. 

A motion to reconsider was laid on 


‘the table, 


oe 


peace 
rene 
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In THE 


United States Court of Appeals 


FoR THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 28,417 


Esso RESEARCH AND ENGINEERING COMPANY, 
APPELLANT 


Vv. 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 


STATEMENT OF ISSUES 


1. Did the notice which the Patent Office sent to 
appellant on October 19, 1962, four days after Public 
Law 87-881 [35 U.S.C. 135(c)]? had been enacted 


1 Hereinafter referred to as Section 135(c) or the statute, 
reproduced at the end of appellant’s brief. 


(1) 


2 


into law, constitute notice given a reasonable time 
prior to the termination of Interference No. 91,866, 
within the contemplation of that law? 

| 2. Does the Commissioner of Patents have author- 
ity under Section 135(c) to accept an agreement filed 
more than four years after termination of an inter- 
ference, where the only notice of the filing require- 
ments of that section was sent by the Patent Office to 
the parties approximately sixteen and one half months 
before termination of the interference? 

8. In his decision of September 17, 1968 (JA-36), 

did the Commissioner interpret Section 135(c) so as 
to accord with the legislative intent, as indicated by 
the Senate Hearing on Patent Interference Settle- 
ments (JA-44 et seq.)? 
' 4, Did the Commissioner abuse his discretion in 
refusing to accept the settlement agreement under 
the facts of this case, notwithstanding the fact that 
his decision, if upheld by this Court, will result in 
rendering the agreement and appellant’s patent un- 
enforceable? 


STATEMENT OF THE CASE 


On April 19, 1961, Interference No. 91,866 was de- 
clared between a patent application of Mattox et al., 
owned by Esso Research and Engineering Company, 
the instant appellant, referred to infra as “Esso”, 
and Patent No. 2,935,467, owned by Union Oil Com- 
pany, referred to infra as “Union” (JA-12, item 5). 
On April 10, 1962, Union filed a motion to dissolve 
the interference on the ground that Esso had no right 
to make the counts of the interference (JA-12, item 
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7). Proceedings in the interference before the Inter- _ 
ference Examiner were suspended on May 29, 1962, _ 
pending a hearing on the motion and a decision by | 
the Primary Examiner (JA-16), which decision was | 
made on December 3, 1962, following which proceed- | 
ings before the Interference Examiner were resumed : 
on January 16, 1963 (JA-12, 18, items 8, 12 and © 
13). 
While the motion to dissolve was pending, Section — 
135(¢) was enacted into law on October 15, 1962 — 
(JA-12, item 9). Four days later, the Interference — 
Examiner notified appellant and Union of the filing — 
requirement of Section 135(c) by the letter repro- — 
duced at JA-17. 

On or about March 15, 1963, the parties to the in- 
terference stipulated for an extension of time, twice 
renewed, to allow the parties time to negotiate a suit- | 
able settlement agreement (JA-13, items 14 to 19). | 
Duly authorized representatives of Esso and Union | 
executed a settlement agreement on August 15, 1963 | 
and August 27, 1963, respectively (JA-14, items 20, | 
21). In response to a motion filed by Esso’s assign- | 
ors for judgment on the record, filed on or about Jan- | 
uary 15, 1964 (JA-14, item 24), the Board of Patent — 
Interferences (hereinafter the “Board”) rendered a — 
decision awarding priority to Esso’s assignors, Mat- | 
tox et al. (JA-14, item 25 and JA-19). On December - 
8, 1964, Esso’s Mattox et al. application issued as 
Patent No. 3,160,581, and was reissued March 8, © 
1966, as Reissue Patent No. 25,980 (JA-14, items 26 — 
and 28). 
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On August 30, 1968, appellant filed in the Patent 
Office the agreement (JA-28) executed by the duly 
authorized representatives of Esso and Union, at- 
tached to a “Petition To The Commissioner” (JA- 
20), requesting acceptance of the agreement “as 
fully complying with Section 185(c)” (JA-27). On 
September 17, 1968, the First Assistant Commis- 
sioner of Patents, acting for the defendant, denied 
the petition (JA-36) on the ultimate ground that he 
had no authority under Section 135(c) to accept an 
agreement filed more than six months subsequent to 
termination of the interference. 

On October 17, 1968, appellant filed a complaint in 
the District Court for the District of Columbia under 
28 U.S.C. 1838, seeking an order of the Court com- 
pelling defendant to “accept said copy of said agree- 
ment as required by a proper construction of the stat- 
ute” (the prayer of the complaint).? After hearing 
oral arguments on cross motion for summary judg- 
ment, District Judge Robinson on May 15, 1969 en- 


| 2Qn its face, the record before the District Court seems to 
indicate that appellant was asking for a different form of 
relief from that requested in the prayer of the complaint. 
Counsel for appellant there asked the Court to require the 
Commissioner to “issue a late notice . . . and give us sixty 
days in which to file our agreement” (Tr-51). In the “CON- 
CLUSION” (Br-37, 38), appellant urges this Court to “issue 
a new notice .. .”, thus repeating the request made of the 
District Court. Appellee takes no position on the difference 
noted, and is agreeable to any conclusion the Court reaches 
with respect thereto. However, this is not to be considered as 
2 withdrawal of the contention infra, that the third “time” 
provision in Section 135(c) for “notice at a later time”, was 
intended as a protection to parties to an interference from in- 
advertence by the Commissioner. 
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tered orders denying Esso’s motion, granting the 
Commissioner’s motion, and dismissing the com- | 
plaint. On July 14, 1969, appellant filed a timely | 
appeal to this Court from the orders signed by the | 
District Judge on May 15, 1969. 


SUMMARY OF ARGUMENT 


1. In enacting 35 U.S.C. 185(c), Congress was _ 
well aware of the penalty, unenforceability of the | 
settlement agreement and the patent, which the stat- 
ute exacted for inadvertent failure of the parties to 
the agreement to make a timely filing thereof. This | 
is indicated by several letters to Senator McClellan, 
opposing passage of H. R. 12513 because of its pen- 
alty provision, before it was amended to require that | 
the Commissioner of Patents give notice to the parties © 
“a reasonable time prior to said termination”, of the — 
filing requirements of the statute. In fact, one wit- | 
ness, testifying for the American Patent Law Asso- | 
ciation, after expressing opposition to the penalty | 
provision, agreed that “with the requirement for ac- | 
tual notice to the parties .. . the disadvantage of this © 
particular provision would be considerably amelio- | 
rated, if not completely removed.” The “notice” re- 
quirements of the statute protect the parties to an in- | 
terference against any inadvertence on the part of | 
the Commissioner, but against their own inadvert- | 
ence only to a limited extent. 

2. The duration of an interference and the man- 
ner in which it terminates are unpredictable. Such | 
unpredictability is great even when the assumption | 
is made that the losing party will not seek court re- 
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view under 35 U.S.C. 141 or 146. When such review 
is sought, unpredicability assumes even greater pro- 
portions because the parties may arrive at a settle- 
ment at any time, or the court proceeding may pro- 
ceed to a final decision on the merits, which may occur 
one or more years after court review was sought. 

There is a large variety of ways in which an inter- 
ference can terminate in the Patent Office as well as 
in the courts. The time factor is such that an inter- 
ference could terminate within a matter of days after 
its declaration, or last ten years or longer. The aver- 
age duration of an interference is 2 to 3 years. 

While the “notice” provisions of the statute protect 
the parties to an interference against inadvertence by 
the Commissioner, the Patent Office adopted the prac- 
tice, immediately after Section 135(c) was enacted, 
of notifying parties as soon as possible thereafter, of 
the filing requirements of the statute. In the case of 
interferences declared thereafter, such notice ap- 
peared in the very papers which declared the inter- 
ference. In this way, notice under the statute, became 
positive, automatic and foolproof against inadvert- 
ence on the part of the Patent Office in giving the 
required notice. In view of the number of ways in 
which an interference can end and the unpredictabil- 
ity of duration of an interference, the procedure 
adopted substantially contemporaneously with enact- 
ment of the statute, resulted in giving notice “a rea- 
sonable time prior to said termination”, as required 
by Section 135(c), paragraph 2. 

3. The Commissioner of Patents has no authority 
under Section 135(c) to accept an agreement. filed 
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more than four years after termination of the inter- 
ference, under the facts of this case. His decision | 
(JA-36) has a rational basis, and he did not abuse © 
his discretion in refusing to accept the agreement, | 
notwithstanding the fact that his decision, if upheld - 
by this Court, will result in rendering the agreement _ 
and appellant’s patent unenforceable, 

4. While Section 135(c) protects parties to an in- 
terference against the inadvertence of the Commis- 
sioner, it was not intended to provide absolute pro- | 
tection against inadvertence of the parties to an in- . 
terference. By retaining the penalty provision in the ; 
statute, notwithstanding evidence of opposition by | 
the Patent Bar (testimony and letters in the record | 
before the Court), the Congress clearly intended the | 
penalty to apply in certain situations, exemplified by | 
the one now before the Court. 

5. Such Congressional intent is clearly illustrated | 
by (a) study of the legislative history cited by appel- | 
lant (Br-15 to 22), and (b) the fact that opposition | 
to the bill (H. R. 12513), as passed by the House, | 
was expressed before the bill was amended to include | 
the “reasonable time” provision (paragraph 2 of the. 
statute). | 

6. Since the Congress adopted the suggestion of | 
the Commissioner of Patents that the “reasonable | 
time” provision be added to the statute, and since the - 
construction which the Patent Office placed upon that | 
provision was contemporaneous with its enactment, 
‘and has been consistently followed since that time, | 
the Court should attach great weight to that con- 
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struction. Lindberg v. Brenner, (U.S. App. D.C., 
1968) 399 F.2d 990, 993, 994, 158 USPQ 380, 382. 

| 7 Even if the time at which the Patent Office has 
been giving notice of the filing requirement of Section 
135(c), is characterized as the “maximum possible 
time prior to termination”, such time is a “reasonable 
time prior to said termination” within the contempla- 
tion of that section, when considered in the light of 
the pertinent facts, such as (a) the legislative his- 
tory, (b) the Congressional intent, and (c) the actual 
experience of the Patent Office in conducting inter- 
ference proceedings, especially its inability to predict 
the date of the termination of a given interference. 


AKGUMENT 


| The basic issue presented by this appeal is whether 
the notice sent by the Commissioner to Esso on Octo- 
ber 19, 1962, sixteen and a half months before the 
interference was terminated on March 3, 1964, satis- 
fied the requirement of Section 135(c), second para- 
graph, first sentence, that such notice be given “a 
reasonable time prior to said termination”. Appel- 
lant takes the position that notice must be given at 
a time that is closely related to or tied in with the 
termination of the interference (Br-12, first full para- 
graph and Br-18, last paragraph). In effect, appel- 
lant’s position is that notice was given in this case 
too soon, and so was not “a reasonable time prior 
to said termination” *. The Patent Office view is that 


' 3 At the oral hearing on the cross motions for summary 
judgment, the District Judge stated: “And I haven’t seen 
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notice given on or about the date an interference is 
declared satisfies the “reasonable time” requirement | 
of the statute, especially in view of the large number | 
of ways in which an interference can terminate and | 
the unpredictability of the date of termination, ex- 
plained below. 


1. Congress Was Well Aware of the Harsh Penalty For | 
Inadvertent Failure To File A Copy of a Settlement 
Agreement ; 


The statute includes three time provisions, set forth , 
successively. These are: 


(1) The Commissioner may, however, on a show- | 
ing of good cause for failure to file within the | 
time prescribed, permit the filing of the agree- 
ment or understanding during the six-month pe- 
riod subsequent to the termination of the inter- | 


ference as between the parties to the agreement 
or understanding. 


(2) The Commissioner shall give notice to the | 
parties or their attorneys of record, a reasonable | 
time prior to said termination, of the filing re- 
quirement of this section. | 


(3) If the Commissioner gives such notice at a 
later time, irrespective of the right to file such | 
agreement or understanding within the six-month | 
period on a showing of good cause, the parties | 
may file such agreement or understanding with- | 
in sixty days of the receipt of such notice. 


Those provisions give every indication of a Con-_ 
gressional concern for, and an awareness of, the : 


any cases where the Court has ever said they gave a notice 
too soon” (Tr-28). | 
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harsh consequences * which would follow from failure 
to file a copy of a settlement agreement. Such con- 
sequences relate to the unenforceability of the agree- 
ment as well as of patents involved in or resulting 
from the interference.® The second and third time 
provisions require notification by the Commissioner, 
under different circumstances, of the filing require- 
ments of the statute. These latter provisions were 
clearly intended to protect the parties concerned in 
case the Commissioner inadvertently failed to give 
the required notice. 

On the other hand, notwithstanding the fact that 
some * of the letters in the record of the Senate Hear- 
ing (footnotes 4, 5, supra) called attention to the 
harsh consequences that could result from inadvert- 
ence by the parties to an interference, Congress made 
provision in the statute for protection against such 


‘¢The letters of the Chicago Bar Association (JA-52), Red- 
field (JA-54), Balluff (JA-57, 58), Cowen (JA-59), Scherer 
(JA-59, 60), Hapgood (JA-60, 61) and Sibbe (JA-62, 63) 
were intended to call the attention of the Congress to the 
“harsh consequences”. Appellant cites some of these letters at 
Br-17 to 19. 


5 The Congressional awareness of the harsh consequences 
ig emphasized by the third and fifth paragraphs of the Red- 
field letter (JA-54) urging that the impropriety (ie., unen- 
forceability) should affect only “the claims in the interference, 
not the entire patent”. Notwithstanding such viewpoint, 
Congress retained in H. R. 12513 (JA-52 and Br-39) the 
provision for permanent unenforceability of the agreement 
and “any patent of such parties involved in the interference 
or any patent subsequently issued on any application of such 
parties so involved.” : 


i 6Chicago Bar Association at JA-54, Cowen at JA-59 and 
Hapgood at JA-61. 
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consequences only to the extent afforded by the first 
time provision. There is a reasonable presumption | 
then, that Congress advisedly omitted a provision — 
from the statute which would protect the parties — 
from the consequences of their own inadvertence or 
mistake, over and above that provided by the first 
time provision reproduced in the second preceding | 
paragraph herein. | 

Support for this presumption can be found in the 
testimony of Mr. McKie in behalf of the American — 
Patent Law Association (JA-46). In his first an- | 
swer at JA-48, based upon “this bill as originally 
submitted”, he referred to unenforceability as “too | 
drastic a remedy”, in view of the possibility of inad- 
vertence by lawyers or their secretaries. Mr. McKie 
took quite a different view of the situation when he 
stated: 


I think with the requirement for actual notice 
to the parties, and with a provision for a show- | 
ing of due cause, or good cause, to excuse inad- 
vertent failure to file, then the disadvantage of 
this particular provision would be considerably © 
ameliorated, if not completely removed. (JA-48, 
bottom, emphasis added). 


The full significance of this change in view by Mr. 
McKie can be appreciated by comparing the original” 
and final versions of H. R. 12513, (JA-52). The. 
second paragraph (in italics at JA-52) of the statute | 
beginning “The Commissioner shall give notice”, was | 


7 Appellant agrees (Br-17, last sentence) that the original | 
version contained no provision for notice to the parties of | 
the requirement for filing such agreements. 
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not in the bill as originally submitted, but was added 
at the suggestion of Commissioner Ladd in his letter 
(JA-51, 52). 


2. The Procedure Adopted By the Patent Office Satisfies 
the “Reasonable Time” Limitation of Section 135(c) 

By adopting the existing method of giving notice 
of the filing requirement of Section 135(c), the Com- 
missioner has eliminated the possibility of inadvert- 
ent failure to provide the notice enjoined upon him 
by Congress in the second provision of the statute. 
According to that method, the notice required by the 
statute is given at the time the interference is de- 
clared, and appears in printed form on such declara- 
tion (Appendix A to this brief). In cases like the 
instant interference, notice was given “immediately” 
after enactment of the statute, as indicated by the 
notice to the parties here involved (JA-17) and the 
November 6, 1962 Notice in the Official Gazette of 
the Patent Office (Appendix B to this brief), re- 
ferred to in paragraph 7 of the Points and Authori- 
ties cited in support of defendant-appellee’s Motion 
For Summary Judgment. In either case, the form of 
notice given was positive, automatic and foolproof, 
so far as providing the parties with actual notice of 
the second time requirement of the statute, is con- 
cerned. 

That the time of providing notice in the instant 
case was “a reasonable time prior to said termina- 
tion”, will be apparent from a number of considera- 
tions including the many different ways in which an 
interference can be terminated, and the unpredicta- 
bility of duration of an interference. 
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Appellant correctly states that “at the time an in- | 
terference is declared, the parties have no way of 
knowing when it will be terminated” (Br-30). Nei- 
ther does the Commissioner. In the light of the his- 
tory of interference practice in the Patent Office, | 
appellee must categorically deny appellant’s state- 
ment that “The Commissioner, not the parties, deter-_ 
mines the date of termination” (Br-30). The iden- 
tical statement made at page 13 of “Plaintiff’s State-. 
ment of Points and Authorities In Opposition To 
Defendant’s Motion for Summary Judgment”, below, 


induced counsel for appellee to gather some statistics 
regarding interferences, which he called to the atten- | 


tion of the District Court. 


The average duration of an interference is two. 
to three years (Tr-42). This period is longer than: 
would be the case if counsel did not request exten-| 
sions, which can be justified in many, if not, most: 
eases. In a case in which no extensions are requested, | 
an interference would normally terminate within 18 | 
months, as counsel for the Commissioner told the 
District Court (Tr-27). Not more than one inter- 


ference in a thousand lasts ten years. In a recent: 
ease, an interference was terminated within two 
months of its declaration. 


There is a great variety of ways in which an in 
terference can terminate. In the usual situation, the | 
parties file preliminary statements*, as well as any | 


® Rules 215-227. In view of this and further references | 
herein to the “Rules of Practice In Patent Cases”, three copies | 
of such rules are submitted along with the instant brief saP 
the Court’s convenience. 
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motions® they deem appropriate, take testimony ™, 
file briefs ** and have the right to an oral hearing * 
before the Board, and after a consideration of all 
the evidence in the case, the Board makes an award 
of priority * to one of the parties to the interference. 
Since a party to an interference may “file a written 
disclaimer, or concession of priority, or abandonment 
of the invention” at any time ™, an interference could 
theoretically terminate within a few days of its 
declaration. As in the instant case, an interference 
can terminate as a result of a settlement agreement, 
as well as in a great variety of ways other than those 
indicated thus far. And only a partial list of those 
“other ways” is set forth in Rule 261 of the Rules 
of Practice in Patent Cases (87 CFR 1.261). 
Appellant’s brief and the discussion herein to this 
point, have omitted reference to those situations in 
which termination of an interference occurs not in 
the Patent Office, but in the courts. Review of an 
adverse decision of the Board may be sought under 
Title 35 U.S.C. 141 in the Court of Customs and 
Patent Appeals or under Title 35 U.S.C. 146 in an 
appropriate United States District Court. Three ex- 
amples of the time factor involved in termination 


® Rules 231, 248, 245, and other rules under which a motion 
would be appropriate. 

20 Rules 251-253, 272 and 286. 

1 Rule 254. 

12 Rule 256. 

13 Rules 258 and 261. 

4 Rule 262. 
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of interferences by way of court action, will empha- | 
size the correctness of the Patent Office view that 
the procedure set forth in the Notice of October 19, | 
1962 (JA-17) satisfies the “reasonable time” require- 
ment of the statute. 

In Monsanto Company v. Kamp et al.,* 269 F. | 
Supp. 818, 154 USPQ 259, the District Court of this | 
circuit in Civil Action No. 2372-64, brought under | 
85 U.S.C. 146, made a determination of priority on | 
June 15, 1967. The complaint was filed September | 
25, 1964 following an award of priority by the Board ' 
of Patent Interferences on June 29, 1964. The rec- | 
ord of the civil action shows that, on November 27, | 
1967, the parties filed a stipulation for dismissal of 
the complaint with prejudice, and that on February | 
16, 1968, the District Court signed an Order requir- | 
ing the plaintiff to show cause why the complaint ! 
should not be dismissed. If the civil action is con-_ 
sidered to have been concluded as of the date of the | 
Order, it is clear that the interference was finally | 
terminated more than 3 years and 7 months after 
the Board’s priority award of September 25, 1964. | 

Section 185(¢) does not include and is not restrict 
ed to the language “termination in the Patent Office”. 
Moreover, an agreement filed during the pendency | 
of court action under 35 U.S.C. 141 or 146, if timely, | 
is unquestionably embraced by the language of Sec- | 
tion 135(c), first sentence. How much later the Sec- | 
tion 146 Monsanto action might have terminated, in | 


28 This Court decided a collateral issue in Monsanto et al. 
v. Kamp et al. and Brenner, reported at 123 U.S. App. D.C. 
365, 360 F.2d 499, 146 USPQ 431. 
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the absence of the stipulation for dismissal is, of 
course, a matter of conjecture, but the possibility of 
an ultimate appeal to this Court demonstrates the 
difficulty the Patent Office faced initially in admin- 
istering Section 185(c), in determining at what time 
notice could be considered to have been given “a rea- 
sonable time prior to said termination”’. 

Another civil action under 35 U.S.C. 146, EI. du 
Pont de Nemours and Company v. Celanese Corpo- 
ration et al., Civil Action 68 Civ. 723, filed in the 
United States District Court for the Southern Dis- 
trict of New York on February 21, 1968, is still 
pending. Certain motions were decided on June 10, 
August 5, and August 6, 1968, respectively, at 285 
F.Supp. 819, 159 USPQ 35; 291 F.Supp. 428, 159 
USPQ 161; and, 159 USPQ 165 (no F.Supp. cita- 
tion is available at present). According to Mr. Wayne 
L. Benedict, whose firm is of counsel in behalf of 
Celanese in that case, and whose firm also repre 
sented Celanese in Celanese Corporation v. Brenner, 
in Appeal No. 22,093 before this Court, decided No- 
vember 25, 1968, 409 F.2d 430, 159 USPQ 712, cert. 
den. 394 U.S. 999, the New York action is in the 
deposition and discovery stages, and a motion requir- 
ing du Pont to post a bond is undecided. Now that 
the du Pont Section 146 civil action in New York 
has lasted in excess of twenty months, the query 
arises: if appellant believes that the notice given at 
the time the interference in du Pont was declared on 
October 23, 1964%*, in accordance with the estab- 


16 See 291 F.Supp. 428, 429 and 159 USPQ 161, 162. 


17 


lished practice of the Patent Office, noted above, oc- | 
eurred at the “maximum possible time before termi- | 
nation of the interference”, as it must, in view of 
its statement of the second issue presented herein 
(Br-2) and its argument at Br-37, what time would | 
it suggest as “a reasonable time prior to said termi-. 
nation” for giving notice under Section 135(c) in. 
that interference, which interference not only is still | 
pending, but is liable to last one or more years in| 
the event du Pont receives an adverse decision from | 
the District Court and files an appeal from its deci- | 
sion? It is significant by way of showing the lack 
of merit in appellant’s (Esso’s) position in this ap- : 
peal, that even if the Commissioner had notified the | 
parties on January 23, 1968, the date of the Board’s | 
final decision on priority in Celanese (291 F.Supp. | 
430, 159 USPQ 163) of the filing requirements of | 
the statute, such notice would have been given more | 
than twenty one months before the date of filing the | 
instant brief, which period significantly exceeds the 
sixteen and one half months advance notice which 
appellant here contends was unreasonable under Sec- . 
tion 135(c). | 

In a third situation, Loshbough v. Allen, 404 F.2d. 
1400, 160 USPQ 204, in which the Court of Customs 
and Patent Appeals denied a petition for writ of 
mandamus, the Board rendered its decision on prior- 
ity on October 29, 1965, the petition was denied on 
January 9, 1969, appellant’s motion to dismiss was. 
filed on February 17, 1969, the Court granted the | 
motion on March 6, 1969, and issued its final order | 
of dismissal on March 18, 1969. Here, well over | 
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three years elapsed between the Board’s decision on 
priority and the actual termination of the interfer- 
ence. It is also of interest to note that this interfer- 
ence was declared on February 19, 1963. Compari- 
son of the dates involved shows that the interference 
was terminated six years after it was declared. 

‘At the time Section 135(c) was enacted, the Pat- 
ent Office was well aware of the variety of ways in 
which an interference can terminate, and the unpre- 
dictable time of duration of an interference, in view 
of its experience in these matters, exemplified by the 
foregoing discussion. Needless to say, it had experi- 
ence with respect to awards of priority reviewed 
under Sections 141 and 146, before enactment of 
Section 135(c). The three cases discussed above, 
were chosen as a matter of convenience. Specifically, 
the Patent Office knew that an interference could 
terminate at any time after it was declared, and that 
the period of pendency could range from a matter 
of a few days or weeks up to ten years or more. It 
should be evident by now that any procedure other 
than that actually adopted by the Patent Office, would 
have raised the possibility of inadvertence by the 
Office in notifying the parties, resulting in failure 
to notify them before termination of the interference, 
or even before issuance of the patent to the party 
awarded priority, and unpredictable legal conse- 
quences with respect to enforceability of patents and 
agreements. It is submitted that the procedure adopt- 
ed by the Patent Office for giving notice under the 
statute, satisfies in all cases, including the present 
one, the requirement of Section 135(c) for notice 
“a reasonable time prior to said termination”. 
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3. The Commissioner Did Not Abuse His Discretion In 
Refusing To Accept the Settlement Agreement 
It was explained in the preceding section why, as : 
a practical matter, the current procedure of more | 
than seven years duration, of giving notice at the | 
time the interference is declared, is a “reasonable | 
time” under the statute. The many reasons advanced | 
in that section in support of the reasonable nature | 
of that procedure, indicate that the statement in the | 
Commissioner’s decision (JA-386) that “the form of | 
the notice given in this case complies with the lan- 
guage of the statute. ..”, has a clear rational basis. | 
It is obvious that a from the manner 
in which notice has been given for more than seven 
years, would greatly increase the Patent Office bur- 
den in administering Section 185(c), and greatly in- 
crease the likelihood of inadvertent failure to give. 
such notice. It was for this reason, among others, 
that the Commissioner must have thought that the 
Patent Office cannot “undertake to remind the parties : 
of the statutory provision a short time before each 
interference terminates .. .” (JA-36). 
The third paragraph of the Commissioner’s deci 
sion (JA-86) states that “the Commissioner has no. 
authority to accept an agreement more than six. 
months subsequent to the termination of an inter- 
ference”. Such statement is axiomatic from a read-| 
ing of the three time provisions of Section 135(c).. 
Appellant does not challenge the legal soundness of 
that conclusion by the Commissioner. 
For all the reasons given, it is submitted that the 
Commissioner had no authority to accept an aares 
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ment filed more than four years after the interfer- 
ence had terminated, under the facts of this case, that 
his decision has a rational basis, and that he did not 
abuse his diseretion in refusing to accept the agree- 
ment, notwithstanding the fact that under the stat- 
ute, such refusal, if upheld by this Court, will result 
in rendering the agreement and appellant’s patent 
unenforceable. 


4. The Legislative History and Presumed Intent of 
Congress Supports the Interpretation of the Statute 
Urged By Appellee 


In view of the total legislative history cited in 
appellant’s brief (Br-15 to 22), it is clear that the 
critical portion of that history occurred in the Senate 
during the hearing on H. R. 12513. It is true that 
the record of that hearing appearing in the Joint 


Appendix (JA-44 to 63) reflects the concern by vari- 
ous parties over the “harsh penalty provision” (Br- 
18 to 20). As noted previously herein, Congress en- 
acted Section 135(c), notwithstanding the fact that 
it was aware of such concern. 

Of particular significance are (1) the letters and 
comments by those so concerned and (2) the fact 
that they were written or made before H. R. 12513 
was amended to include a requirement that the Com- 
missioner give notice of the filing requirement of the 
statute, as indicated by the “PROPOSED REVISION OF 
H. R. 12518” (JA-52). Before such amendment, it 
contained no requirement for notice by the Patent 
Office. 

‘Typical of the concern expressed at the Senate 
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hearing was that of Mr. McKie, presenting the views | 
of the American Patent Law Association at JA-46 | 
to 50. However, as previously noted herein, on the | 
assumption that the statute would contain a require- 
ment for actual notice to the parties, and for a show- 
ing of good cause to excuse inadvertent failure to file, 
Mr. McKie concluded that “the disadvantage of this | 
particular provision would be considerably amelio- | 
rated, if not completely removed” (JA-48 and Br- | 
20, emphasis added). | 

Another significant part of the legislative history — 
concerns the Commissioner’s statements as to the pro- | 
cedure the Patent Office would adopt for giving the 
required notice under the statute. Appellant gives | 
a correct summary at Br-20 to 22, of the Commis- 
sioner’s position before passage of the statute. Ap-— 
pellant’s deductions and arguments based thereon” 
in other parts of its brief, considered as a whole, : 
are not correct. In those other parts of its brief, 
appellant argues, in effect, that the Patent Office had 
not kept its promise, implicit in the Commissioner’s | 
statement: 


. . . in the ordinary course, that when interfer- 
ences are terminated in the Patent Office, we! 
would, as a matter of form, on the document, 
notifying the termination of the interference, in- 
clude a clear notice that settlements in contem-. 
plation, agreements in contemplation of settle- 


1 Br-28, third and fifth paragraphs, Br-30, second full para- | 
graph, second sentence, Br-35, first and last paragraphs, Br- | 
36, third paragraph, and the following paragraph bridging | 
Br-36, 37. | 
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ment of an interference should be filed. That 
notice could be provided simply, as I say, as a 
| matter of course. (JA-49, emphasis added). 


Appellant has reproduced this passage at Br-20, 21, 
without including the sentence immediately following 
the last one of that passage, which reads 


And I think that in due course, every lawyer 
will learn that the document must be filed, either 
before the settlement of the interference, or 
upon a showing of good cause, inadvertence, mis- 
take, or the like, within a 6-month period there- 
after. (JA-49). 

Appellant does not challenge the correctness of the 

latter observation by the Commissioner. 

‘In assessing the significance of the Commissioner’s 
statement just cited, it must be remembered that he 
made it at a time when H. R. 12518 did not ex- 
pressly require notice, as noted by appellant (Br-21, 
first full paragraph). That is, the Commissioner was 
stating his expectation of how and when the Patent 
Office would notify parties to an interference, of the 
filing requirements of the statute, before it contained 
an express requirement of notice. Appellant correctly 
states that in his letter (JA-51) to Senator McClellan, 
the Commissioner was referring to his first state 
ment (JA-49) reproduced in the preceding paragraph 
of the instant brief (Br-36, third paragraph) when 
he declared: 


. . . as I stated in my testimony, the Patent 
Office intends to notify the parties of the filing 
requirement. (JA-51, second paragraph of the 
letter). 
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Such declaration supports appellant’s position only 
if it is read out of the context of the letter. 
The first paragraph of the letter identifies two : 
problems. The second problem, relating to access, is 
discussed in paragraphs 6-9 of the letter, forms no | 
part of the issue here, and so, need not be considered. | 
Paragraphs 2-5 relate to the first problem, the need | 
for an express safeguard against inadvertent failure | 
to file agreements. Paragraphs 2 and 3 express views | 
of the Commissioner, based on the provisions of H. R. 
12518, as passed by the House. Paragraphs 4 and 
5 set forth views tied to the proposed revision of | 
H. R. 12513. For purposes of this appeal, that revi- 
sion is restricted to the addition to H. R. 12513 of 
what is now paragraph 2 of Section 135(c). Para- | 
graph 4 of the letter summarizes the provisions of 


the two paragraphs added to H. R. 12513, as passed 
by the House. In paragraph 5 of his letter, the Com- 
missioner makes no reference to his testimony, as 

he had in paragraph 2. Instead, and with oes 
reference to the proposed revision (attached to the 
letter), the Commissioner cited its requirement that 
he | 


. give notice in all cases to the parties in-, 
volved a reasonable time before an interference | 
is terminated as to them so that they can file, 
such agreements or understandings before the | 
termination of the interference. (JA-51, fifth 
paragraph of the letter). 


The remainder of paragraph 5 is not pertinent Ms 
any issue before the Court presented by the parties 
to this appeal. 
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It is submitted that a proper interpretation of this 
letter indicates that paragraph 2, which consists of 
one sentence, must be read as a whole. When it is 
so read, that sentence, to the extent that it can be 
taken to mean that the Patent Office would give no- 
tice of the filing requirement of Section 135(¢c) in 
or “on the document notifying the termination of 
the interference” (JA-49), has reference only to H. R. 
12513 as passed by the House, in its unamended 
form. Paragraph 5 makes no reference to testimony, 
and merely paraphrases the pertinent language of 
the revision of H. R. 12513. This time, the Commis- 
sioner gave no specific indication of the manner in 
which he would give notice of the filing requirement 
of the statute. 

Because it has not considered the significance of 
paragraph 5 of the letter, appellant erroneously con- 
cludes that the Commissioner assured Congress that 
“notice would be given within a time reasonably close 
to and in a manner tied in with termination” (Br-36, 
emphasis quoted). That conclusion would have been 
correct if H. R. 12513 has been enacted in the form 
in which it passed the House. The same is true with 
respect to the Commissioner’s statement, paraphrased 
by appellant, that “he would put the notice on the 
very document that terminated the interference”. 
(Br-87, first full sentence, emphasis quoted). It fol- 
lows that appellant’s contentions in the paragraph 
bridging Br-36, 37, are without merit because they 
are based upon a reading of the Commissioner’s an- 
swers out of context. 

Appellant, in effect, is asking the Court to enun- 
ciate a new, and indeed, a bizarre rule of statutory 
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construction, to the effect that testimony* and let- 
ters* setting forth views regarding an intermediate | 
version of a bill in Congress, may be considered in | 
construing the statute as finally enacted, with respect 
to amendments not included in the intermediate ver- 
sion, a rule clearly contrary to the most basic rules 
of logic and statutory construction. | 


5. There Is No Indication Of Any Congressional Intent | 
To Protect A Party From His Own Inadvertence In . 

All Cases 
Even on the basis of H.R. 12513 before amendment | 
to its final form (JA-52 and Br-39), Commissioner — 
Ladd stated: 


And I think that in due course, every lawyer | 
will learn that the document must be filed, either _ 
before the settlement of the interference, or upon | 
a showing of good cause, inadvertence, mistake, | 
or the like, within a 6-month period thereafter. | 
Undoubtedly, the Commissioner in making that state- | 
ment must have had in mind the concept that a law- | 
yer is presumed to know the law, particularly in his | 
own special field, and that patent lawyers would “in | 
due course” learn of the filing requirements of Sec- | 
tion 185(c). The force of his remarks was strength- 
ened by the publication of the item entitled “Re In- 
terference Act (Public Law 87-831)” on November 
6, 1962 in the Official Gazette of the Patent Office at | 


20 This includes reference not only to Mr. Ladd’s testimony 
and letter, but to the other letters appearing at JA-52 to 63, | 
the last of which is dated September 7, 1962, all “other letters” | 
relating to H. R. 12513, as passed by the House. 
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Volume 784, page 1 (Appendix B hereto), and the 
notice under Section 135(c) which has been sent to 
all parties involved in interferences since passage of 
that statute. 

Although reproduced above, Mr. McKie’s pertinent 
statement bears repetition at this point: 


I think with the requirement for actual notice 
to the parties, and with a provision for a show- 
ing of due cause, or good cause, to excuse inad- 
vertent failure to file, then the disadvantage of 
this particular provision would be considerably 
ameliorated, if not completely removed. (JA- 
48) 


Taken together with Mr. Ladd’s statement of the 
preceding paragraph herein, the McKie statement 
emphasizes the point that Congress must have thought 


that under Section 135(c), the chances of harsh con- 
sequences due to inadvertence of parties to an inter- 
ference had been minimized “if not completely re- 
moved”. 

‘While appellant has not based his appeal in any 
respect upon denial of Constitutional rights, as he 
did before the District Court”, it is believed appro- 
priate to cite this Court’s statement in Brenner v. 
Ebbert et al., 398 F.2d 762, 156 USPQ 609 (Appeal 
No. 21,346, May 28, 1968), that “The Constitution 
requires notice reasonably designed to forewarn 
against approaching default; but it does not insure 
against the effects of a mistaken response to timely 


‘27 Complaint, paragraphs 17 and 19, and Plaintiff’s (Appel- 
lee’s) Brief in Support of Motion For Summary Judgment 
pp. 7-9, 10, 11. 
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notice knowingly received”. This holding suggests : 
that if the Constitution itself provides no guarantees | 
against the results of a default or inadvertence, there 


is even less reason to suppose that a law can provide - 


such guarantees, unless specifically provided for | 


therein. 

Appellant correctly urges the Court to consider the | 
intention of Congress and to consider what action it | 
“took or failed to take” (Br-24). The action it took | 
appears in the record as Section 185(c), and one: 
type of action it failed to take was to provide abso- 
lute assurance against the harsh consequences to 
which its attention was called by the statements of 


Messrs. McKie, Redfield, Balluff, and others, previ- 
ously noted. Such statements, especially Mr. McKie’s, | | 


that with the requirement for actual notice, “the dis- 
advantage of this particular provision would be con- | 
siderably ameliorated, if not completely removed” | 
provide a basis for Congressional action in amending 
H. R. 12513 to the extent recommended by Commis- | 
sioner Ladd (JA-51, 52), and no further. 

Appellant’s statement of the purpose of Section. 
185(c), as one which encourages “the parties to an. 
interference to file their agreements . . . and thereby 
prevent the entering into and Sr eorcemen oe 4 of 
secret agreements that might have anti-competitive 
effects” (Br-26) is a fair paraphrasal of the purpose 
set forth in Senate Report No, 2169 (Br-25). The 
two purposes: (1) the filing requirement and (2) the! 
prevention of “anti-competitive effects”, do not sup-| 
port appellant’s statement that Section 185(¢c) is 
“basically a recording statute” (Br-26, Su 
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quoted). When full weight is given to the second 
enumerated purpose and the report of the Senate 
Hearing, as reproduced in part at Br-25, it will be 
seen that Congress was satisfied with the reasonable- 
ness of the penalties written into the statute, includ- 
ing “total invalidation of an otherwise enforceable 
patent” (Br-26, end of second paragraph), since it 
was apparently reassured by the record before it 
(especially the McKie and Ladd statements) that 
such penalty would occur at rare intervals. Indeed, 
the statistical record in the Patent Office bears out 
the confidence that Congress must have had in the 
accuracy of the prognostications of Mr. McKie and 
Commissioner Ladd. Since enactment of Section 135 
(ce), well over 2,000 agreements * have been recorded 
in response to receipt of notice from the Patent Office 
of the filing requirements of the statute. The instant 
case will be the first one in which the harsh penalty 
in question will go into effect, in case the Court af- 
firms the judgment of the District Court. 

'It is submitted that, upon consideration of the facts 
of this case against the background of legislative 
history and Congressional intent, there is no proper 
basis here for a construction of the statute that 
“ameliorates its seeming harshness” (the passage 
at the bottom of Br-26). It would appear that the 
pertinent remarks of Mr. McKie are entitled to sub- 
stantial weight. After calling attention, before H. R. 
12513 was amended to its final form, to the drastic 
penalties which might result from inadvertence, he 


18 Page 37 of Transcript of Proceedings in the District 
Court. 
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was satisfied that with the “requirement for actual | | 
notice . . . the disadvantage of this particular provi- 
sion would be considerably ameliorated, if not com- | 
pletely removed” (JA-48). There is no basis for as- 
suming that Congress intended the harsh penalty of | 
the statute should be ameliorated to the extent of 
providing the parties to an interference with absolute | 
insurance against their own inadvertence. This | 
would amount to reading the penalty out of the stat- 
ute. That, in effect, is what appellant is asking this | 
Court to do, by way of ruling that a party to an | 
interference ean file a notice approximately four and 
a half years or even a longer period, after the due 
date spelled out in a statute, which gives the admin- 
istrative agency no authority to extend the time limit | 
under the facts of this case. 


6. The Rules of Statutory Construction Support 
Appellee’s Position 
It is a rule of statutory construction that admin- | 
istrative practice has peculiar weight when it involves 
a contemporary construction of a statute by the men | | 
charged with the responsibility of setting its machin- | 
ery in motion and of making the parts work effi- 
ciently and smoothly while they are yet untried and 
new. Phillips v. Wolling, 144 F.2d 102, Aff’d 324 
U.S. 490; Bailey v. Holland, 126 F.2d 317. The per- 
tinence of that rule to the facts of this appeal is SO. 
obvious that it need not be belabored by an explana-_ 
tion. 
Since the Court is faced with the problem of re- 
solving which of two constructions of Section 135(c) | 
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is correct, its decision in Lindberg v. Brenner, 399 
F.2d 990, 998, 994, 158 USPQ 380, 382 is very much 
in point. The Court there stated: 


We believe that appellee properly invokes the 
rule set forth in, e.g. Bate Refrigerating Co. v. 
Sulzberger, 157 U.S. 1, 15 S.Ct. 508, 39 L.Ed. 
601 (1894), that “if there be reasonable ground 
for adopting either of two constructions: this 
court, without departing from sound principle, 
may well adopt that construction which is in 
harmony with the settled practice of the execu- 
tive branch of the government * * *.” 157 at 
34. When statutes are susceptible of different 
readings it is practically axiomatic that “admin- 
istrative interpretation, practice and usage is 
accorded great weight as an extrinsic aid in the 
interpretation of statutes by the courts.” 3 Suth- 
erland, Statutory Construction § 6605, (3d Ed. 
1943); Helvering v. Winmill, 305 U.S. 79, 59 
§.Ct. 4, 83 L.Ed. 52 (1938). Such deference is 
paid by the courts, especially when the construc- 
tion placed upon a statute by the administrative 
agency is contemporaneous with its enactment; 
the practice is long standing; or the agency 
suggested the legislation subsequently enacted. 
The rationale for such decisions is thought to 
be a presumed congressional acquiescence. (Em- 
phasis added). 

'As indicated by Appendices A and B hereto, con- 
sidered in the light of the pertinent argument supra, 
it is clear that the construction which the Patent 
Office placed upon Section 185(c) was contemporane- 
ous with its enactment, and that Commissioner Ladd 
suggested the insertion of paragraph 2 of that sec- 
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tion. The Court is accordingly requested to attach 
great weight to the Patent Office interpretation of 
the statute, extending over a period of more than : 
seven years. 


7. The Significance of the Time Provisions of Section 
135(c) 

The three time provisions of Section 1385(¢), which | 
appellant discusses at Br-30 to 38, have an “inter- | 
relationship” only in the broadest sense of the word. © 
This follows from the fact that the “six-month grace — 
period” (Br-33), which is the first time provision . 
set forth in the statute, was obviously intended to | 
provide relief from inadvertence chargeable to the | 
parties to an interference, and that the third such | 
provision was intended to provide relief from the | 
Commissioner’s inadvertence manifested by giving | 
notice, set forth in the third time provision, “at a_ 
later time”. Only if the Commissioner fails to give | 
the required notice, does the third time provision | 
come into operation, and become a “meaningful safe- | 
guard” (Br-38, end of first paragraph). | 
The reasonableness of the time at which the Patent — 
Office has chosen to give notice under Section 135(c) | 
was amply demonstrated earlier in this brief. The | 
Court will recall counsel’s statements that an inter- | 
ference may terminate within a few days of its 
declaration, and that as a matter of fact one has 
actually terminated within four weeks of its declara- 
tion. 
Appellant charges the Commissioner in this case 
with having given notice at the “maximum possible | 
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time prior to termination”, as repeatedly contended 
by appellant (Br-18, first paragraph, Br-34, first and 
third full paragraphs, Br-85, first paragraph and 
Br-37, first two full paragraphs). If the charge is 
proper under the facts of this case, then a period of 
a few days or four weeks qualify as a “maximum 
possible time prior to termination” in other cases. 
When the statutory language, “reasonable time prior 
to said termination” is considered in the light of the 
foregoing discussion of (1) the legislative history, 
(2) the Congressional intent, and (3) the actual ex- 
perience of the Patent Office in conducting interfer- 
ence proceedings, all discussed at length above, it is 
submitted that the notice given here was at a “rea- 
sonable time prior to said termination”, within the 
contemplation of Section 135(c) construed against 
the background afforded by the three factors, just 
enumerated. 

If the Court should agree with that submission, it 
will be immaterial that the present Patent Office 
procedure which insures against inadvertent failure 
of the Commissioner to provide the notice enjoined 
upon him by the statute, renders the third time pro- 
vision of Section 185(c) academic at this time”. 
Contrary to appellant’s interpretation of the statute, 
that procedure does not render the six-month grace 
period “meaningless and a sham” (Br-33, second 


2. If and when the Patent Office administers Section 135 (c) 
in a different manner, the latter provision may come into 
play. It bears repetition that this provision is intended as a 
protection to parties to an interference from inadvertence on 
the part of the Commissioner only. 
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paragraph). Having received notice of the filing re 
quirement of the statute on October 19, 1962, and 
having made the three stipulations for extension of | 
time (JA-18, items 14 to 19) directed toward con- 
summation of an agreement, the first of which came © 
within a relatively short time of the notice of October 
19, 1962, appellant could have availed itself of the 
right accorded it by the first time provision of the | 
statute, by filing the agreement within the six-month | 
period following termination of the interference on | 
March 3, 1964 (JA-14, item 25), on a showing of | 
good cause. 


CONCLUSION 


It is respectfully submitted that the District Court _ 
properly granted appellee-defendant’s motion for sum- 
mary judgment and dismissed the complaint, and — 
that since appellant has failed to demonstrate rever- | 
sible error in such rulings by the Court below, the | 
orders appealed from should be affirmed. | 


Respectfully submitted, 


S. WM. CocHRAN, Acting Solicitor — 
United States Patent Office 


RAYMOND E, MaRTIN 
Of Counsel 


2 The colloquy between Mr. Finnegan and the District | 
Court at Tr-10 to 13 is worthy of this Court’s attention. The | 
time interval between October 19, 1962 and March 15, 1963 | 
(Tr-11) is approximately five months. 
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Applicant: 


The case referred to above has been forwarded to the Board of Patent Interferences because 
it is adjudged to interfere with other cases hereafter specified. The question of priority will 
be determined in conformity with the Rules of Practice. The interference will be identified as 
No. 


By direction of the Commissioner of patents and as required by Public Law No. 87-831 (76 
Stat. 958), approved October 15, 1962, notice is hereby given the parties of the requirement of 
that law for filing in the Patent Office a copy of any agreement “in connection with or in con- 
templation of the termination of the interference.” 


The attention of all parties is directed to the fact that this interference is declared under the 
Rules of Practice as amended effective July 1, 1965. The amendments appeared in the follow- 
ing publications: 


Federal Register of May 14, 1965 (30 FR 6644); Patent, Trademark 
and Copyright Weekly Reports for May 24, 1965 at page IV; 

The Official Gazette for May 25, 1965 and June 1, 1965 (Complete 
copy) 814 OG Sl, and 815 OG Si, and in the Patents leaflet for 
June 15, 1965, 815 OG S1. 


The preliminary statements (Rules 215 et seq.) must be filed and epposing perties notific 
its filing by 


(It should be filed in a sealed envelope bearing the name of the 
party filing it and che number of the interference.) 


The preliminary statements must be served on each opposing party from whom a notice of 
filing a preliminary statement has been received by 


Motions under Rule 231 must be filed by 


The interference involves your 
identified above and: : 
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APPENDIX B 


Re Interference Act (Public Law § 87-831) 


It is contemplated that the notice required by the 
Act, reproduced above, will be given in the form set — 
forth below. In interferences instituted after the date | 
of approval of the Act the notice will be mailed to 
the parties at the time the interference is declared. © 
In all other interferences the notice will be given at 
the time the next Office action is made, or if the final 
Office action was mailed prior to the approval date, — 
and the period for review has not expired, the notice © 
will be given immediately. 

The form of the notice will be as follows: 

“As required by Public Law 87-831 (76 Stat. 958), _ 
approved October 15, 1962, notice is hereby given © 
the parties of the requirement of the law, for filing — 
in the Patent Office, a copy of any agreement ‘in 
connection with or in contemplation of the termina- | 
tion of the interference.’ | 


“By direction of the Commissioner.” 


EDWIN L. REYNOLDS 
First Assistant Commissioner. | 


Oct. 17, 1962. 
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